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L. P. Larson, Jr., Co. v. Wm. Wriatey, Jr., Co. 
(48 S. Ct. 449) 


United States Supreme Court 
May 14, 1928 


TrapE-Marks AND TrapE-Names—Unrair CoMPETITION—ACCOUNTING FOR 


Prorits For Pacxace Dress INrrIncemENT—INFRINceR Hetp Not 

Entittep To Depucr Income anp Excess Prorrr Taxes. 

On accounting for profits of package dress infringement, which 
was one of conscious and deliberate wrongdoing, infringer held not 
entitled to deduction of federal income and excess profit taxes from 
profits with which it is to be charged, especially as injured party 
will have to pay a tax on the profits when it receives them. 


On writ of certiorari to the Circuit Court of Appeals for the 
Seventh Circuit. 


Suit for unfair competition, wherein defendant counterclaimed. 
From the decree both parties appealed, and on remand, with 
directions, by Circuit Court of Appeals, defendant brings certiorari. 
Decree as to allowance of federal taxes reversed. 

For earlier decisions in litigation between the parties, see 
T. M. Rep., Vol. 2, p. 279; Vol. 9, p. 77; Vol. 15, p. 887; and 
Vol. 17, p. 511. 


Charles H. Aldrich and George I. Haight, both of Chicago, 
Ill., for petitioner. 
Isaac H. Mayer and Wallace R. Lane, both of Chicago, IIl., 


for respondent. 


Mr. Justice Hotmes delivered the opinion of the court. 

There has been long litigation between the parties in this 
suit, the last stage of which appears in 20 F. (2d) 830. The 
Wrigley Company was ordered to account for net profits on sales 
of its “Doublemint” gum in a package dress that infringed the 
Larson Company’s “Wintermint” gum package. During the ac- 
counting questions arose that were decided by the Circuit Court of 
Appeals. To review one of these questions a writ of certiorari was 
granted by this court. 275 U. S. —, 48 S. Ct. 157, 72 L. Ed. —. 
That question is whether, as held below with modifications that 
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need not be mentioned, the Wrigley Company should be allowed 
to deduct the federal income and excess profits taxes from the 
profits with which it is to be charged. 

No doubt there are cases in which such a deduction would be 
proper. But the question cannot be answered by the merely for- 
mal reply that if the Larson Company chooses to make the Wrigley 
Company its agent or trustee ex maleficio and to demand the profits 
made by the agent it must take the burden with the benefit and 
can have no more than the agent made in fact. To call the in- 
fringer an agent or trustee is not to state a fact but merely to 
indicate a mode of approach and an imperfect analogy by which 
the wrongdoer will be made to hand over the proceeds of his wrong. 
Circumstances will affect the conclusion, including in them the 
knowledge and the conduct of the party charged. It would be 
unjust to charge an infringer with the gross amount of his sales 
without allowing him for the materials and labor that were neces- 
sary to produce the things sold, but it does not follow that he 
should be allowed what he paid for the chance to do what he knew 
that he had no right to do. That is the position of the Wrigley 
Company as we understand the findings in the successive stages of 
this suit. (C. C. A.) 253 F. 914, 916; (C. C. A.) 275 F. 585, 
587, 588; (D. C.) 5 F. (2d) 781, 789; (C. C. A.) 20 F. (2d) 830, 
831. Even if the only relief that the Wrigley Company can get 
is a deduction from gross income when the amount of its liability 
is finally determined, the Larson Company will have to pay a tax 
on the Wrigley profits when it receives them, and in a case of what 
has been found to have been one of conscious and deliberate wrong- 
doing, we think it just that the further deduction should not be 
allowed. 


Decree as to allowance of federal taxes reversed. 
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Yate Exvectrric Corporation v. Tuomas E. Rosertson, Com- 
MISSIONER OF PATENTS, AND THE YALE AND TOWNE 
MANUFACTURING COMPANY 


United States Circuit Court of Appeals, Second Circuit 


June 11, 1928 


TrapE-Marks—Svit to Compret REGISTRATION—“YALE” ON ELectTric FiasH- 


LIGHTS, ToRCHES AND Batteries AND Locks, Keys aNnp HarpwarE— 

LIKELIHOOD or ConrusION—AFFIRMAL, WirH Mopirications. 

In a suit to compel registration of the word “Yale” as a trade- 
mark for electric flashlights, torches and batteries, brought under 
Section 9 R. S. 4913, held on appeal that, in view of the evi- 
dence of confusion between plaintiff's said goods and defendant’s 
locks and keys, both bearing the word “Yale” as a trade-mark, and, 
inasmuch as the respective goods, while not having the same de- 
scriptive properties in the usual meaning of the phrase, are regarded 
by the trade as closely related, the registration sought by plaintiff is 
not lawful under the act; and the decision of the lower court refusing 
registration was affirmed. 

Same—Same—Same—UseE or Anotuer’s MarkK-—-WuHEN UNLAWFUL. 

In cases like the one at issue, where one manufacturer seeks to 
use another manufacturer’s mark on his own analogous goods, unless 
the borrower’s use is so foreign to the first owner’s as to insure 
against any identification of the two, it is unlawful. 

Same—SamME—SaME—CouNTERCLAIM—INJUNCTION Mopiriep. 

In the case at issue, defendant’s counterclaim to enjoin plaintiff's 
use of the word “Yale” was modified so as to permit plaintiff to use 
the name on certain goods not confusable with defendant’s. 


In equity. Action to compel registration of a trade-mark 
under R. S. 4918. From decision of the District Court dismissing 


bill, plaintiff appeals. Affirmed as modified. 
For decision below, see 17 T. M. Rep. 414. 


Before L. Hann, Swan anv Aveaustus N. Hanon, Circuit 
Judges. 


Appeal from a decree of the District Court for Connecticut, 
dismissing a bill in equity to compel the registration of a trade- 
mark, and granting an injunction upon the counterclaim of 


the Yale & Towne Manufacturing Company against the use of 
its trade-mark, “Yale.” 

The bill was filed under Section 9 of the Trade-Mark Act 
(as construed in American Steel Foundries v. Robertson, 262 U. S. 
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209 [16 T. M. Rep. 51]), to compel the registration of the plain- 
tiff’s trade-mark, applied to electric flashlight torches and their 
batteries. This consisted of the word “Yale” in an ellipse, in turn 
surrounded by an irregular octagon. The Yale & Towne Manu- 
facturing Company filed an opposition to the application for regis- 
tration and was successful before the Examiner, the Commissioner 
and the Court of Appeals of the District of Columbia. The plain- 
tiff made it a party defendant to the suit at bar, in which it inter- 
posed a counterclaim alleging its own prior user of the word 
“Yale” upon many sorts of hardware, especially upon locks and 
keys, but not upon electric flashlights and batteries. 

The District Judge dismissed the bill on the ground that the 
plaintiff's products, if so marked, were likely to be confused with 
the defendant’s and that the statute did not mean to authorize such 
confusion. For the same reasons he enjoined the plaintiff upon the 
counterclaim from using the mark upon flashlights or batteries or 
any articles made of metal or other hard substance. 


Melville Church, of Washington, D. C., for the appellant. 
Archibald Coz, of New York City, for the appellee. 


L. Hanp, C. J.: The original Examiner concluded that the 
use of the mark “Yale” upon the plaintiff’s goods was confusing 
to the defendant’s buyers, but based his decision upon the ground 
that the mark sought to be registered was only a proper name, 
whose registration the statute did not allow. The Commissioner 
affirmed this decision on the same ground without passing on the 
evidence of confusion. The Court of Appeals of the District of 
Columbia in turn affirmed the Commissioner, but, because of a 
change in the law, solely on its own finding that there was likeli- 
hood of confusion between the wares of the two parties. The 
District Judge took more testimony, and also reached the conclu- 
sion that there was likelihood of confusion. As the case came up 
he was, and we are, required to accept the findings of the Patent 
Office on such an issue of fact, unless the evidence to the contrary 
is altogether convincing. Morgan v. Daniels, 153 U. S. 120, 125, 
for the new evidence was not of a kind to change the result. The 
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proof as a whole is far from convincing against the finding; the 
record contains many instances where the defendant’s buyers did, 
or said that they should, suppose the plaintiff’s flashlights to be 
one of the defendant’s products, and it is extremely probable that 
mistakes will continue unless the practice ceases. 

Therefore, so far as we can see, only two points of law need 
be considered: whether the defendant’s goods have “the same de- 
scriptive properties” as the plaintiff’s, which is a condition upon 
its opposition to registration; whether in view of the fact that it 
makes no flashlights or batteries, it may complain of the plaintiff's 
use of its name. The law of unfair trade comes down very nearly 
to this, as judges have repeated again and again, that one mer- 
chant shall not divert customers from another by representing what 
he sells as emanating from the second. This has been, and per- 
haps even more now is, the whole law and the prophets on the 
subject, though it assumes many guises. Therefore, it was at first 
a debatable point whether a merchant’s good-will, indicated by 
his mark, could extend beyond such goods as he sold. How could 
he lose bargains which he had no means to fill? What harm did 
it do a chewing gum maker to have an iron monger use his trade- 
mark? The law often ignores the nicer sensibilities. 

However, it has of recent years been recognized that a mer- 
chant may have a sufficient economic interest in the use of his mark 
outside the field of his own exploitation to justify interposition by 
a court. His mark is his authentic seal; by it he vouches for the 
goods which bear it; it carries his name for good or ill. If another 
uses it, he borrows the owner’s reputation, whose quality no longer 
lies within his own control. This is an injury even though the 
borrower does not tarnish it, or divert any sales by its use, for a 
reputation, like a face, is the symbol of its possessor and creator, 
and another can use it only as a mask. And so it has come to be 
recognized that unless the borrower’s use is so foreign to the 
owner’s as to insure against any identification of the two, it is 
unlawful. Aunt Jemima Mills Co. v. Rigney, 247 Fed. Rep. 407 
(C. C. A. 2) [8 T. M. Rep. 163]; Akron-Overland v. Willys-Over- 
land, 273 Fed. Rep. 674 (C. C. A. 8) [11 T. M. Rep. 281]; Vogue 
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Co. v. Thompson-Hudson Co., 300 Fed. Rep. 509 (C. C. A. 6) 
[15 T. M. Rep. 1]; Wall v. Rolls-Royce, 4 Fed. (2) 383 (C. C. A. 
8) [15 T. M. Rep. 239]. It is quite true that the point is still 
open in the Supreme Court. Beech-Nut Co. v. Lorillard, 273 U.S. 
629 [17 T. M. Rep. 159]. Again, if originally descriptive, a mark 
may have been so generally used that it denotes no particular 
maker unless narrowly applied. Pabst Brewing Co. v. Decatur 
Brewing Co., 284 Fed. Rep. 110 (C. C. A. 7) [18 T. M. Rep. 1]. 
Here we are dealing with a proper name which, though it has been 
used quite generally, is shown to denote the defendant when applied 
to flashlights. The disparity in quality between such wares and 
anything the plaintiff makes no longer counts, if that be true. The 
defendant need not permit another to attach to its good-will the 
consequences of trade methods not its own. 

There remains the question of registration, the goods not being 
of the “same descriptive properties” in the colloquial sense. It 
would plainly be a fatuity to decree the registration of a mark 
whose use another could at once prevent. The act cannot mean 
that, being drafted with an eye to the common law in such matters. 


American Steel Foundries v. Robertson, 269 U. S. 372, 381 [16 
T. M. Rep. 54, 55]. While we own that it does some violence to 
the language, it seems to us that the phrase should be taken as 
no more than a recognition that there may be enough disparity in 
character between the goods of the first and second users as to 


insure against confusion. That will indeed depend much upon 
trade conditions, but these are always the heart of the matter in 
this subject. It is quite true that in Rosenberg v. Elliott [15 T. M. 
Rep. 479] the court felt bound to find that caps and suits had 
the same descriptive properties quite independently of the confu- 
sion which had arisen. We cannot say that that is the case here, 
for the fact that flashlights and locks are made of metal does not 
appear to us to give them the same descriptive properties, except 
as the trade has so classed them. But we regard what the trade 
thinks as the critical consideration, and we think the statute meant 
to make it the test, despite the language used. 

The defense of laches needs no more than mention. The 
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plaintiff has gone on in the face of the defendant’s opposition from 
the very outset. If its persistence now lays a heavy burden on it, 
it is of its own making. It would be an easy escape from the con- 
sequences of a wrong to assert that one has grown so old in its 
practice as to make any change painful. 

The injunction is, however, too broad. Since the plaintiff 
has used the word upon nothing but flashlights and batteries, and 
so far as appears does not mean to do more, the defendant needs 
no further protection. Besides, it does not inevitably follow that 
all metal objects, and all those made from any hard substance, 
should not bear the name “Yale.” At least this record does not 
raise that question. The following words will be struck from the 
second paragraph of the decree: “or any article which is manu- 
factured and consists in whole or in part of metal or other hard 
substance.” Otherwise the decree is affirmed with costs. 


Premier Matt Propucts Company v. Herman Kasser, Trapine 
as Brvuet AncHor Matt Distrisutina CoMPANY, ET AL. 


United States Circuit Court of Appeals, Third Circuit 


June 21, 1928 


Trape-Marks—INFRINGEMENT—“BivueE Risson” and “Brute ANcHOR”’— 

Dist1INGUIsHING DirFERENCES IN Marks AND LABEL. 

In a suit brought by the owner of the registered trade-mark “Blue 
Ribbon” to restrain use of the words “Blue Anchor” on competing 
goods, held that, inasmuch as the words “Ribbon” and “Anchor” were 
unlike and as the respective labels showed distinguishing features, 
and, moreover, as no evidence of confusion was shown, the bill should 
be dismissed. 


In equity. Appeal from the United States District Court, 
Eastern District of Pennsylvania, in an action for alleged infringe- 
ment. Bill dismissed. 


Paul C. Wagner and Joseph C. Clark, Jr., both of Philadel- 
phia, Pa., and Edward §. Rogers and Allen M. Reed, 
both of Chicago, Ill., for appellant. 
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Joshua R. H. Potts and T. Bertram Humphries, both of Phila- 
delphia, Pa., for appellee, Kasser. 

E. Heyward Fairbanks, of Philadelphia, Pa., for appellee, 
Philadelphia Malt Extract Company. 


Before Burrineton, Woo.ttey and Davis, Circuit Judges. 


Burrineton, C. J.: In the court below the Premier Malt 
Products Company filed a bill to restrain infringement by defend- 
ants of its registered trade-mark, “Blue Ribbon,” as applied to 
malt extract, and for relief against unfair competition in the use 
of an infringing label using the words “Blue Anchor.” From a 
decree dismissing the bill this appeal was taken. 

The case involves no principles of the law pertaining to trade- 
marks or unfair competition, but like most such cases depends on 
its own individual facts. Both parties sell in the same market the 
malt extract generally sold by dealers. Both sell in tin cans of 
the ordinary size and common form used in the trade. Imitation, 
therefore, centers in the alleged simulation of the plaintiff's Blue 
Ribbon Malt label by the defendant’s Blue Anchor Malt label. To 
our mind the alleged label similarity is not such as would enable 
a court from the labels themselves to hold the defendant’s label 
was a deceptive simulation of the plaintiff's and one which would 
probably deceive and mislead buyers; and as the plaintiff failed 
to satisfactorily prove that anyone had been or was likely to be 
deceived into buying the defendant’s malt under the belief he was 
buying the plaintiff’s, we find no error in the court below dismiss- 
ing the bill against the one defendant who sold the labelled goods 
and the other who in the course of trade furnished him with the 
malt in unlabelled cans. But we deem it proper to say that the 
plaintiff filed its bill with commendable promptness after learning 
of the defendant’s use of this new label, and the use of such label 
has been for so short a time that if confusion has occurred, the 
proof thereof was practically impossible. While, therefore, the 
bill is dismissed, it is without prejudice to the plaintiff's hereafter 
filing another bill in case the defendant’s label is leading to con- 
fusion, misleading buyers, or evidences unfair competition. 
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BrINKMAN Vv. Laurette Mere. Co., ET AL. 
(21 F. [2d] 607) 


United States District Court, District of New Jersey 


September 23, 1927 


Trape-Marks—Unram CompeTirioN—MANUFACTURE AND SALE OF Re- 

VERSIBLE Hats Siminar To Puiarntirr’s Patentep Har Hetp Un- 

FAIR COMPETITION. 

Where exclusive selling agent of plaintiff, a manufacturer of a 
patented reversible hat, on terminating his agency contract, with 
other defendants organized corporations for manufacture and sale 
of hats so similar to plaintiff's that slight changes therein by salesmen 
or buyers would produce same effect as plaintiff’s hats, and used sales 
methods and advertisements similar to plaintiffs in order to appro- 
priate plaintiff's profits resulting from good-will, held that defendants 
were guilty of unfair competition, though defendants’ hats did not 
infringe plaintiff’s patent, and the continued sale of such hats without 
distinguishing marks clearly indicating that they are not plaintiff’s 
will be enjoined. 

Same—SamME—TEst. 

Whether competition is fair or unfair must be determined from 
particular facts of the case rather than from attempted legal defini- 
tions. 

Same—Same—F arture To SHow Speciric Instances or Conrusion Hep 

Nor ContTROLLING ON QueEsTION oF UNFram CoMPETITION. 

Where evidence showed other acts of unfair competition by de- 
fendants in sale of reversible hats similar to plaintiff's patented hat, 
plaintiffs failure to show specific instances of confusion or deception 
of buyers held not controlling on question of unfair competition. 


In equity. Action for patent infringement and unfair com- 
petition. Decree for plaintiff. 


Pitney, Hardin & Skinner, of Newark, N. J. (Arthur C. 
Brown, of Kansas City, Mo., and Carl Feick, of Newark, 
N. J., of counsel), for plaintiff. 

Lindabury, Depue & Faulks, of Newark, N. J. (Josiah 
Stryker, of Newark, N. J., and Virgil C. Kline and Fred- 
erick Bachmann, both of New York City, of counsel), 
for defendants. 


Retustas, D. J.: The plaintiff is the owner, by assignment, 
of letters patent No. 1,569,942, issued January 19, 1926, on the 
application of Josephine M. Barnhill, and makes and sells the 
reversible hat covered by it, known and labeled by the trade-name 
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“Betty B.” The defendants Laurette Manufacturing Company 
(hereinafter called the Laurette Company) and Guaranteed Prod- 
ucts, Inc. (hereinafter called the Products Company) are New 
Jersey corporations, and the defendants Eugene A. Tracey, Clyde 
E. Tracey and Lauraene F. Hawk are stockholders thereof. The 
record fails to connect the last one named with any of the alleged 
wrongdoings, and she is excluded from the term “defendants” as 
hereinafter used. Clyde E. Tracey is the president and manager 
of the Laurette Company, which was organized to take over the 
business theretofore conducted by Eugene A. Tracey under the 
names of Laurette Manufacturing Company and Direct Sales Com- 
pany. 

Prior to the incorporation of these companies, the plaintiff 
and Eugene A. Tracey entered into a written contract, dated May 
27, 1926, whereby the latter was given the exclusive sales right on 
Betty B hats in thirteen states, including New Jersey, for a period 
of one year. Under this contract the plaintiff furnished Tracey 
with Betty B hats and sales literature, and for some time thereafter 


he sold and distributed the hats in the allotted territory. 

In July following, Tracey refused further to act under that 
contract, and by letter dated July 12, 1926, notified plaintiff to 
that effect. Shortly thereafter the two defendant companies were 
incorporated. 

The plaintiff charges the defendants with infringement and 
unfair competition. 


Nore.—That portion of the opinion relating to the patent infringement 
is here omitted. Eb. 

As to unfair competition: Contrary to the impression made 
at the hearing, I have concluded that the defendants have been 
guilty of unfair commercial practices since the filing of the bill, 
and that the plaintiff is entitled to equitable relief against this form 
of wrongdoing. The hats made by both parties are not “dress” 
but “sport” hats. They are not adapted for sale by milliners. 
They are best sold by salesmen who go from house to house with 
samples soliciting orders, which is the method of selling by both 
parties. The price—$3.95—is the same for both hats, and the 
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usual deliveries are made C. O. D. by parcel post from distributing 
agencies, located at convenient points. Personal demonstrations 
are made at different places, whereby the solicitors are instructed 
in the special distinguishing features of the hat and the various 
effects that may be produced through manipulation of the several 
elements of which they are comprised. Sales literature, illustrating 
and specializing the different features and advantages of the hats, 
is given to the salesmen and used by them in canvassing for orders. 

In introducing the Betty B hat to the public, the plaintiff 
made large expenditures in advertising its features and advantages 
both before and after he entered into the contract with the defend- 
ant Eugene A. Tracey. During the continuance of the contract, 
and while Tracey was acting as the plaintiff’s sales and distributing 
agent, and using the plaintiff’s sales literature, he was instructed 
by the plaintiff of the latter’s sales methods and the character and 
use of his sales organization, and he had the benefit of the plain- 
tiff’s previous and continuing advertising. Some time while this 
contract was in force—and, as it was repudiated and abandoned 
by Tracey in less than two months after it was made, it must have 
been shortly after he entered upon the performance of it—he 
formed the purpose to divert the market for these hats from the 
plaintiff and appropriate it for his own benefit and those associated 
with him. In carrying out this purpose he brought about or aided 
in the organization of the two defendant companies, and thereupon 
all of the defendants made or sold hats almost facsimiles of the 
plaintiff’s, and some were sold even after the injunction not so to 
do was issued by this court. 

During the continuance of this contract, the plaintiff furnished 
Eugene A. Tracey with a large number of Betty B hats, approxi- 
mately 22,000, some of which the defendants still hold. In the 
answer filed in this suit, the defendants admit that prior to the 
incorporation of the defendant companies Eugene A. Tracey pur- 
chased and sold “hats similar to the hats of the plaintiff in style, 
pattern, color and details of construction, and that a few of such 
hats * * * bore a label with the words ‘Better B.’” It denies that 
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at the time they were sold he had “knowledge that they bore such 
label.” 

The answer also admits that “for a brief period” Tracey and 
the two defendant companies “used sales material of the character 
comprising Plaintiff's Exhibit D1, but allege that such sales mate- 
rial was not used with intent to appropriate and profit from any 
good-will created by the plaintiff.” Plaintiff’s Exhibit D1, referred 
to in such admission, is the sales kit issued and used by the plain- 
tiff, and is composed of charts, order forms, and various sales mate- 
rial, all bearing the name of the Betty B Company, and advertising 
and illustrating the several styles and colors of their hats. 

This appropriation by defendants of the market created by 
the plaintiff and its agent Tracey for the Betty B hat, some of it 
admittedly after the restraint was issued in this suit, constituted 
a flagrant type of unfair competition, and seriously reflects upon 
the commercial methods used by the defendants. This background 
is to be kept in mind when the subsequent transactions and conduct 
of the defendants are considered, for here we are not considering 
alleged unfair commercial practices by defendants who had no 
previous contractual or business relations with the plaintiff. The 
sales literature used by the defendants since the filing of the bill 
differs from that issued and used by the plaintiff, and standing 
alone admittedly could not be held to constitute unfair competition. 
In conjunction with this differing sales literature, however, the 
defendants carried on the sales organizations and methods of secur- 
ing trade that they had practiced theretofore, and which was the 
same as Tracey carried on while acting as agent for the plaintiff, 
and continued to use the same salesmen that they had theretofore 
used while the admitted infringement was practiced; some of them 
having also been employed when Tracey acted as the agent of the 
plaintiff. 


In addition to the differences in the defendants’ present hat, 
already noted, a label with the word “Laurette” printed thereon 
in script is sewed on the crown immediately adjoining one side 
of the notch, and is located between those ends of the tabs of the 
brims where the transverse slot appears. This is the same location 
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as where the Betty B label is placed. These labels are necessarily 
small, similar in size, and obviously not intended to be seen when 
the hat is worn. 

Even if these hats were laid beside one another, or were worn 
by persons in close proximity to each other, there would be nothing 
in their general appearance to suggest that they were different 
kinds of hats or made by different manufacturers. They would 
have to be handled and critically examined before the actual dif- 
ferences would be apparent. Such an examination of the defend- 
ants’ hats would show the name “Laurette” and that their double 
brims were sewed together by one row of stitching at their outer 
edges. But it would not disclose who made them—the word 
“Laurette” not indicating the source of their manufacture. Only 
those knowing that hats of that style and character were made by 
different manufacturers would have any inkling that the hat was 
not one made by the plaintiff. While the outer edges of the brim 
remained sewed, a lesser number of, or differences in, effects would 
be secured by its manipulation than if these edges were free from 
attachment. 

However, if the sewed outer edges of the brims of the de- 
fendants’ hat should be ripped, all the varied effects that could 
be obtained by manipulation of the brims of the plaintiff's hat 
would be available. In dealing with this capability of the defend- 
ants’ hat, under the head of contributory infringement, it was de- 
termined that the evidence was insufficient to establish that it 
was the practice of the defendants’ representatives to rip or re- 
move the stitches so as to make a double brim instead of a single 
one, and thus have it conform to the chief characteristic of the 
Betty B hat, or that the defendants in stitching its brims contem- 
plated that such rippings should be made. Nevertheless, on the 
question of unfair competition, in view of the palpable purpose 
of the defendants to filch from the plaintiff some of the profits 
that presumably might be derived from the business built up by 
him, as aforesaid, this culpability, and the ripping of the reinforce- 
ment of the notch in the crown, to permit of an enlarged area in 
the adjustment of the hat to different sized heads, cannot be treated 
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as simply accidental and negligible. The ease with which the 
defendants’ attached brims may be changed into double brims and 
the notch enlarged, thus making their hats like those of the plain- 
tiff’s in appearance as well as function, is both a constant tempta- 
tion to the defendants’ salespeople to unfairly compete with the 
plaintiff, and a continuing menace to his patent-protected and other 
commercial rights. 

The putting of the defendants’ hats, as now constructed, into 
competition with those of the plaintiff, without more persuasive 
marks indicating their source, is bound to bring about confusion 
among buyers, with resultant injury to the plaintiff. The plaintiff 
was the first in the field. By and through the expenditure of his 
money in advertising the features and advantages of his hat, and 
by his method of bringing them directly to the attention of the 
buying public, carried forward in part by the defendant Eugene 
A. Tracey while he was acting as plaintiff’s agent, the plaintiff 
secured certain commercial rights in the marketing of these hats 
which it would be inequitable to permit the defendants to wrong- 
fully divert to their own advantage. The defendants are not to 
be denied absolutely the right to make and sell a reversible hat in 
competition with the plaintiff. However, they may neither infringe 
his patent nor so closely imitate his hat as to mislead the buying 
public into accepting their hat under the belief that it is the Betty 
B hat. 

The line of demarcation between fair and unfair competition 
is seldom easy to draw. Subtlety rather than openness character- 
izes the encroachment upon the rights of a competitor legally in 
possession of the market. The particular facts, rather than at- 
tempted legal definitions, must control. In the instant case the 
only material change made by the defendants in their hat from 
that admittedly an infringement of the plaintiff’s patent is the 
sewing together of the two thicknesses of its brims along their 
outer edges; but this had been performed in a manner easily un- 
done. This change was deemed sufficient to escape infringing 
claims 1 and 2 of the patent which are limited to a double brim 
hat, but it is not so marked a change as to distinguish the defend- 
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ants’ hat from the plaintiff's, to the ignorant and unwary, a not 
unimportant factor in determining the charge of unfair competition. 

While there is not sufficient evidence that any prospective 
customer for a Betty B hat has been induced by ripping the brims 
to buy defendants’ hat, or that any particular person has bought 
a Laurette hat under the impression that it was a Betty B, yet 
such actualities are ever in the offing so long as defendants are 
permitted to sell their hats as now constructed, without carrying 
therewith such distinguishing marks as to clearly indicate that 
they, and not the Betty B Hat Company, are the makers thereof. 

This failure to show a specific instance of such confusion or 
deception, or that the defendants’ salesmen have ripped the brims 
to produce a double brim hat, or ripped the reinforced notch to 
enlarge its scope, or suggested that such rippings would produce 
the effects of the Betty B hat, may be due to the inability thus 
far to discover them, because of the short time that has intervened 
between the marketing of the defendants’ present hat and the tak- 
ing of the proof on the final hearing hereof. However, in the 
circumstances, this failure is not controlling. The record shows 
that the defendants, by their conduct when the bill was filed, 
were not to be trusted to compete fairly. It justifies the finding 
that they purposed to disregard the plaintiff’s patent and to secure 
for themselves a market created by his means, industry, and skill. 
Their subsequent changes in the hat suggest a purpose of evading, 
rather than avoiding, his patented hat. 

Except in one particular, these changes are found to be color- 
able and not material. The effect of this one, while deemed sub- 
stantial enough to avoid infringing two of the claims, does not so 
change the appearance of their hat as to distinguish it from the 
plaintiff’s, unless critically examined and tested. In such circum- 
stances, it is deemed that a confusion and deception are both 
natural and probable results, and that the plaintiff is entitled to 
the protection of a court of equity against such consequences, with- 
out proving specific purchases made of defendants’ hats under 
the belief that they were those of the plaintiff. 

In view of the defendants’ previous flagrant unfair competition 





334 EIGHTEEN TRADE-MARK REPORTER 


(stopped in part only by the restraint issued in this case), whereby 
they sought to wrest from the plaintiff the fruits of a business 
protected by a patent and built up exclusively by his money and 
skilled sales organization and advertisements, their failure to so 
clearly mark their present imitative hat that the ordinarily attentive 
purchaser would not be deceived into buying it, believing it to be 
a Betty B hat, must be held to constitute unfair competition. 

If the defendants desire to honestly compete with the plain- 
tiff, as a change in or elimination of some feature of their present 
hat, and which apparently is non-essential to it, or the use of 
different methods in marketing it, or more prominent or significant 
ways of indicating its source of manufacture, may so distinguish 
the defendants’ hat as to avoid its being confused with the Betty B 
hat, the defendants may still, under prescribed terms and limita- 
tions, continue to make and vend a reversible hat in competition 
with the plaintiff. Under proper restrictions the commercial rights 
of both parties may be protected; the plaintiff in not having his 
hats displaced by the defendants’ hats under the supposition that 
they are of his manufacture, and the defendants in the marketing 
of reversible hats on their own merits, if not an infringement of 
plaintiff's patent, accompanied with sufficient notice that they are 
of their own, and not the plaintiff's manufacture. Either counsel, 
on notice to the other, may bring on the settlement of these terms 
and limitations on a regular motion day to be held in Trenton. 

A decree may be entered in conformity with this opinion. 


Buss, Fapyan Company v. AILEEN Mitts, INc. 


United States Circuit Court of Appeals, Fourth Circuit 
April 10, 1928 


Trapve-Marxs — INFRINGEMENT — Unram Competirion — “RIpPLETTE” AND 

“KRINKLETTE” FOR Bep Spreaps—Descriprive Terms. 

In a suit for infringement brought to restrain the use of the 
word “Krinklette” as a trade-mark for bed spreads on the ground 
of the prior use on similar goods of the word “Ripplette,” held that 
the latter word was not a valid trade-mark, being descriptive of the 
goods. 
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Same—SamME—SamMe—Unrair CoMPETITION. 

In the case at issue, where, in spite of certain resemblances, the 
labels of the parties were marked by salient differences and there 
was no evidence of attempts to “palm off” its goods on the party 
of the defendant, such similarity as exists held to be due to the marks 
themselves, both invalid as trade-marks, and the charge of unfair 
competition was dismissed. 

In equity. Appeal from the District Court for the Western 


District of North Carolina, in alleged infringement. Affirmed. 


George P. Dike (York § Boyd and MacLeod, Calver, Cope- 


land & Dike, on brief), all of Boston, Mass., for appel- 
lant. 


Walter Clark, for appellee. 


Before Parker and Norrucort, Circuit Judges, and Soprr, 
District Judge. 


Soper, J.: Bliss, Fabyan & Company, a co-partnership, 
doing business in Boston and New York, all of whose members are 
citizens of New York or New Jersey, filed a bill of complaint in 
the United States District Court for the Western District of North 
Carolina, against Aileen Mills, Inc., a North Carolina corporation. 
The bill charges infringement of the trade-mark “Ripplette” for 
cotton piece goods, registered by the plaintiffs (now appellants), 
in the United States Patent Office, June 28, 1910, and also in- 
fringement of plaintiffs’ rights at common law in the word “Rip- 
plette” as a trade-mark for cotton piece goods and bed spreads. 

The charge of infringement is based upon the use by the 
defendant corporation of the word ‘“‘Krinklette” in connection with 
similar goods, and it is alleged that thereby the corporation was 
not only guilty of infringing the plaintiffs’ trade-mark, but also of 
unfair competition. A sufficient jurisdictional amount is alleged 
and proved to sustain the jurisdiction of the court, irrespective of 
the plaintiffs’ rights in their trade-mark under the federal law. 

The bill prays an injunction against the defendant to pro- 
hibit it from selling its goods under the name “Krinklette’” or 
from selling any goods so marked as to be calculated to deceive 
the public, and also prays for an accounting for profits realized 
from the alleged infringement. 
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The plaintiffs have been engaged for many years in the busi- 
ness of selling cotton piece goods, including bed spreads, and have 
built up a large trade in the United States and in foreign countries. 
They adopted the word “Ripplette’” as a trade-mark for crinkly 
seersuckers on or about January 1, 1910, and have since con- 
tinuously used it. 

They act as commission agents for a number of mills which 
are guided in the style and quantity of the fabric produced by 
the advice and instructions of the plaintiffs. The general business 
in Ripplette goods manufactured by the mills and sold by the plain- 
tiffs to jobbing houses throughout the United States is very large. 
The Ripplette label goes with the goods into the hands of the 
consumer, and a good deal of advertising has been done by the 
plaintiffs in order to make the name on the goods well known to 
the public. 

The peculiar characteristic of the fabric, as it appears in such 
an article as a bed spread, is a ripple woven into it in puckered 
or crinkled stripes separated from each other by stripes of flat 
woven material. It was conceded by the defendant that it manu- 


factures and distributes goods of similar character and appearance 
under the trade-mark “‘Krinklette.” 

The bill of complaint was dismissed by the District Court on 
the ground that the word “Krinklette,” as used by the defendant, 
is not an infringement of any statutory or common law right which 


J 


the plaintiffs may have in the word “Ripplette,” and on the fur- 
ther ground that unfair competition had not been shown. We 
think that this decision was correct. 

It is not necessary to base it upon any distinction or lack of 
resemblance in the appearance of the two words in question. As 
a matter of fact, each word clearly relates to the appearance of 
the goods, and is designed to direct the attention of the public to 
the wave-like ripple in the manufactured material. 

If the plaintiffs had acquired a valid trade-mark in the word 
“Ripplette” there would be much ground for the claim that the 
word “Krinklette” is so similar that its use constitutes an infringe- 
ment. There are many well-considered cases in which trade-marks 
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have been held to be infringed by words different in appearance 
and spelling to some extent, but yet sufficiently similar in meaning 
as to tend to confuse the buying public. 

For instance, Coca-Cola is infringed by Taka Cola; Kiddie 
Koop by Kumfy Krib; Shipmate by Messmate. See Coca-Cola v. 
Old Dominion Beverage Corp., 271 Fed. 600 [11 T. M. Rep. 128]; 
Trimble v. Woodstock Mfg. Co., 297 Fed. 524 [14 T. M. Rep 277]; 
Wonder Mfg. Co. v. Block, 249 Fed. 748; Daniel O’Donnell, Inc. 
v. Riscol Mfg. Co., 228 Fed. 127, 180 [6 T. M. Rep. 108]; Stam- 
ford Foundry Co. v. Thatcher Furnace Co., 200 Fed. 824 [8 T. M. 
Rep. 49]; Best Foods Co. v. Hemphill Packing Co., 5 F. (2) 855. 

The difficulty with the plaintiffs’ case is that the word “Rip- 
plette,’ although somewhat arbitrary in spelling, is nevertheless 
so descriptive of the appearance of the goods as to be incapable 
of appropriation as a valid trade-mark, either under the Federal 
Trade-Mark Act, 83 Stat. 725, or at common law. The Century 
Dictionary defines the word “ripple” among other things as a little 
curling wave; an undulation; and the word “ripplet” as a small 
ripple. 

Obviously the trade-mark “Ripplette” adopted by the plaintiff 
is but a modification or corruption of an authentic word in ordinary 
discourse. Indeed the production manager of the Boston office of 
the plaintiffs, in answer to a question of the learned District Judge, 
stated that the goods were given the name “Ripplette” because of 
the ripple woven in the fabric. 

Doubtless it would be more correct grammatically to use the 
adjective “ripply” to describe the appearance of the material. 
But neither the arbitrary and intentional use of the noun, nor the 
misspelling of the word, can alter or disguise the fact that the 
trade-mark was adopted because it is descriptive of an outstanding 
characteristic of the merchandise. 

The Supreme Court in Standard Paint Co. v. Trinidad Asph. 
Co., 220 U. S. 446 [1 T. M. Rep. 10], held that the word “Ruber- 
oid,” although a misspelling of ‘““Rubberoid,” is a descriptive word, 
meaning like rubber, and cannot therefore be appropriated as a 
trade-mark for roofing. We see no substantial distinction between 
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that case and this, and we therefore hold that the plaintiff’s trade- 
mark is invalid. See the useful note on the use of descriptive 
words as trade-marks in L. R. A. 1918 A, 961. 

The decisions of the Commissioner of Patents in Bliss, Fabyan 
§& Co. v. Migel, Inc. [15 T. M. Rep. 268], and of the Commis- 
sioner and of the Court of Appeals of the District of Columbia in 
Bliss, Fabyan & Co. v. Haas Bros. Fabrics Corporation [15 T. M. 
Rep. 271], 16 Fed. (2) 540, wherein the validity of the trade- 
mark “Ripplette’” was sustained, have been considered, but under 
the circumstances we are unable to follow them. 

Nor do we think that the plaintiffs have made out a case of 
unfair competition, even though it be assumed, as the plaintiffs 
claim, that the name “Ripplette” has been so long and exclusively 
identified with their goods as to have acquired a secondary mean- 
ing, indicating their goods alone. There is no evidence of active 
effort on the part of the defendant to palm off its goods as those 
of the plaintiffs such as justified a finding of unfair competition, 
notwithstanding the invalidity of the trade-mark of the plaintiffs, 
in such cases as Barton v. Rex-Oil, 2 F. (2) 402, and Warner & 
Co. v. Lilly §& Co., 265 U. S. 526 [14 T. M. Rep. 247]. 

Indeed it is conceded that the plaintiffs’ case at bar must 
stand or fall in this respect upon the similarity of the defendant’s 
label with that of the plaintiffs, as used upon striped material of 
like colors and design. 

Each party prints its name upon its label. Aside from the 
use of the respective trade-marks, “Ripplette” and “Krinklette,” 
the labels are similar in some respects. Each is of a blue color, 
although the Krinklette label is lighter in shade. 

In their outside dimensions and shape the labels are dissimilar, 
but each contains at or near the center, under the trade-mark, an 
oval figure on a white background. Within this oval in the plain- 
tiffs’ label appears again the word “Ripplette” and beneath it, 
the words “Bed Spread.” In the defendant’s label a bed covered 
with a spread is seen within the oval, and beneath it the words 
“Seamless Spreads” are placed. 

We do not think that these resemblances are sufficient of them- 
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selves to sustain the charge of unfair competition. Such possi- 
bility of confusion in the mind of the public as exists depends in 
our opinion upon the use of the two similar descriptive marks. 
If these were eliminated, we think there would be no likelihood 
of mistake. 

But there can be no doubt, as has been shown, of the right of 
the defendant to use the word “Krinklette” and this may not be 
restrained. To preclude its use because of its resemblance to the 
word “Ripplette” would give to that word “the full effect of a 
trade-mark, while denying its validity as such.” See again Stand- 
ard Paint Co. v. Trinidad Asph. Co., supra. 

It is settled, beyond all controversy, that a manufacturer has 
no right to the exclusive use of a descriptive word in connection 
with his goods, and if nevertheless he adopts such a trade-mark, 
he himself is largely to blame for the confusion which ensues when 
other manufacturers, with equal right, adopt similar terms to 
describe their products. 

The decree of the District Court is affirmed. Affirmed. 


Brooten v. OreGon Kexvp Ore Propvucts Co. 
(24 F. [2d] 496) 


United States Circuit Court of Appeals, Ninth Circuit 


February 27, 1928 


Trape-Marxs aANp Trape-Names—Uwnrai Competirion—TuHe Name “Ke.p 
Ore” Hexpv Nor Sussecr to AppropriaTION Aas Trape-Marx. 
Complainant discovered on the seacoast a substance previously 

unknown and unnamed, which he put up in packages and sold for 
medicinal purposes, claiming in his advertising matter that it was 
composed of kelp, washed up by the sea long haheen which had be- 
come mineralized from the soil. For 17 years he advertised and sold 
it under the name of “Kelp Ore.” Held, that during that time the 
term had become recognized as descriptive of the substance, and that 
he — not thereafter claim the right to its exclusive use as a trade- 
mar 


In equity. Decree dismissing bill, and complainant appeals. 
Affirmed. 
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P. J. Gallagher, Veazie § Veazie, McCamant & Thompson, 
and Ralph H. King, all of Portland, Ore., for appellant. 
T. J. Geisler, of Portland, Ore., for appellee. 


Before Gitpert, Rupkin and Diertricnu, Circuit Judges. 


Dietricn, C. J.: This is a suit to enjoin infringement of a 
trade-mark. Sustaining a motion to the amended bill, supple- 
mented by answers to interrogatories propounded by defendant, 
the court below entered a decree of dismissal, from which plaintiff 
appeals. Admittedly defendant infringes if plaintiff has a valid 
trade-mark in the words “Kelp Ore,” and hence consideration is 
limited to the one question. 

About 1898 plaintiff discovered upon land belonging to him 
in Tillamook County, Oregon, a deposit containing salts and other 
minerals. Conceiving it to be of medicinal value, he put it on the 
market under various names, such as “Iodine Earth,” “Melitite,” 
and “Brooten’s Medicinal Mud.” Becoming convinced that it could 
be improved, so he alleges, by drying it and exposing it to the 
elements, he so treated it, but added nothing to it, and thereupon 
advertised and sold it as “H. H. Brooten’s Kelp Ore.” While 
from 1906 to 1928 he so designated it in his advertising matter, 
it was put out and marketed in plain paper bags, without brand or 
mark of any character. In 1928 he adopted a uniform style of 
labels, which were put upon the containers in which the product 
was offered for sale; the labels bearing the words “Kelp Ore” 
printed in large letters, preceded by the plaintiff’s name, “H. H. 
Brooten’s,” in somewhat smaller type. Under that label the product 
in both solid and liquid form was sold up until the time this suit 
was commenced, and under it the plaintiff established a very con- 
siderable trade. In April, 1924, he filed in the Patent Office an 
application for registration of ““H. H. Brooten’s Kelp Ore” as a 
trade-mark, and on September 22, 1925, the Commissioner of 
Patents issued to him a certificate of registration. The drawing 
accompanying the application exhibits on two lines thus: 


“H. H. BROOTEN’S 
KELP ORE.” 
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—Kelp Ore, as on the labels previously used, being in somewhat 
larger and more conspicuous type. The application contains the 
statement, “no claim being made to the name H. H. Brooten, 
which is the name of the applicant appearing in the drawing, apart 
from the mark as shown.’ Thenceforth there was noted on his 
label, “Registered U. S. & Can. Pat. Offices.” Up to this time 
neither the defendant nor any other person had used or claimed 
the right to use the name “Kelp Ore,” but about October 21, 1925, 
shortly after plaintiff’s registration, defendant began to put on the 
containers in which it marketed a similar product, the label “S. B. 
Kelp Ore.” 

So far as appears, plaintiff was the first discoverer of the 
deposit from which his product is supplied, and when so discovered 
it had no scientific or other name. It was a new substance, requir- 
ing a new name, and for reasons variously explained by him he 
chose to call it “Kelp Ore,’ under which name for 17 years he 
sold it on the market and by advertising matter educated the public 
touching its qualities and uses. Owing to the fact that prior to 
1923 the substance was sold in packages bearing no label or other 
mark, plaintiff virtually concedes that such use as he made of the 
name up to that time initiated no trade-mark rights. An effort is 
now made to distinguish between the deposit and the substance 
marketed, in support of the contention that the name was applied 
only to the finished product, and hence is not descriptive of the 
material in its natural form. But plainly this is an afterthought, 
wholly irreconcilable with not only the general purport of plain- 
tiff’s circular literature, but with express statements more or less 
frequently made therein. For example, the circular (Exhibit No. 
6) accompanying his answer to interrogatories has on the title page 
this language: 


“H. H. BROOTEN’S KELP ORE.” 
“Nature’s Health Gift from the Ocean.” 
“The Century’s Greatest Medical Discovery.” 


“A formula perfected and compounded in the laboratory of Mother 
Nature.” 


And turning to the inside of the circular, with much else we 
find under the heading, “Brooten’s Kelp Ore,” the following: 
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“In the summer of 1904 H. H. Brooten, while working about his little 
farm at the head of Nestucca Bay, on the coast of Oregon, discovered a 
deposit of mineralized kelp, Kelp Ore.” 


And again: 


“Volumes could be written in its description. Great chemists have 
endeavored to seek out its elusive ‘something’; that element or elements 
that go to make up this great medicinal compound from the mortar of 
Mother Nature. Nothing added, nothing subtracted, from its wondrous 
formula by the hand of man,” etc. 


And in another circular (Exhibit No. 1), under the heading 
“Kelp Ore. Its Origin,” it is stated that in the far-distant past 
the ocean waves deposited quantities of kelp, and in the process 
of time, combining with the mineral of the soil, it hardened to a 
consistency of soft rock, etc. 

If we accept these and many other statements contained in 
the exhibited literature as having been made in good faith, we 
must conclude that what plaintiff sells is in all substantial re- 
spects Mother Nature’s formula, with nothing added and noth- 
ing subtracted by the hand of man, and that he applied to both 
the deposit and the product sold the name “Kelp Ore” as a 


term descriptive of its origin and character. Were we to doubt 


the validity of his theory and regard it as merely fanciful, and 
hence reject the term “Kelp Ore” as being scientifically appropri- 
ate, it would still remain true that plaintiff intended it to be 
descriptive, and by its use for that purpose it became a generic 
name, by which the deposit and the product came to be known to 
and to be called by the public. It hardly need be said that, though 
scientifically or etymologically indefensible, a term may become 
generically descriptive by common use. That plaintiff himself 
thought of “Kelp Ore” as a term generally descriptive of a kind 
of deposit or product wherever found is made clear by the fact 
that invariably he identified his particular product and deposit as 
“Brooten’s Kelp Ore,” or “H. H. Brooten’s Kelp Ore.”” And when 
he came to apply for the registration of a trade-mark his drawing 
was not for “Kelp Ore,” but for “H. H. Brooten’s Kelp Ore.” The 
attendant statement already referred to does not eliminate any part 
of the mark so exhibited upon the drawing, but only negatives 
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any claim for his name, “‘apart from the mark as shown,” of which 
mark, so shown, “H. H. Brooten’s’” is a constituent part. 

Hence, if we assume plaintiff's good faith, it must be held 
that, in calling the newly discovered material “Kelp Ore” and 
making it generally known as such during the period of 17 years, 
he intended the name to be generically descriptive, and he cannot 
now adopt it as a trade-mark, to the exclusion of the right of others 
to apply the name to substances of similar origin and character. 
Hostetter, et al. v. Fries, et al. (C. C.) 17 F. 620; Thomson v. 
Winchester, 19 Pick. (Mass.) 214, 31 Am. Dec. 135; Singleton 
v. Bolton, 3 Doug. 293; Conham v. Jones, 2 Ves. & B. 218, 13 
Rev. Rep. 70. 

It may be that it was due solely to plaintiff’s activities and 
advertising, during the period of 17 years before he sought to use 
the term as a trade-mark, that the substance became generally 
known to the public as “Kelp Ore,” but such a consideration would 
seem to be equally cogent in a case where under the monopoly of 
his patent a patentee has given to his device a name and under it 
established a market. But it is well settled that upon the expira- 
tion of a patent anyone is at liberty to manufacture the patented 
device and to market it under the name by which it has thus become 
generally known. Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 
169, 16 S. Ct. 1002, 41 L. Ed. 118. 

If, upon the other hand, we were to assume that plaintiff from 
the beginning regarded the words “Kelp Ore” as a purely fanciful 
term, and did not believe that the deposit is ore, or that its con- 
stituent salts came from kelp, and hence has not acted in good faith, 
but adopted and has used the term for deceptive purposes, he would 
be without footing to ask for relief Paul on Trade-Marks, § 65; 
Worden & Co. v. Cal. Fig. Syrup Co., 187 U. S. 516, 23 S. Ct. 161, 
47 L. Ed. 282. 

Judgment affirmed. 
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CHECKER CaB MANUFACTURING CORPORATION Vv. GREEN CAB 
CoMPANY, ET AL. 


United States District Court, Northern District of Ohio, Eastern 
Division 
January 16, 1928 


Trape-Marks—INFRINGEMENT—CoLor AS MANnuracrurer’s Mark on Taxi- 
caBs AS DistinGuIsHED From Use or Same as Service SYMBOL. 
Although plaintiff may have had a valid trade-mark for the cabs 

made by it in a checker border used thereon, and hence the right to 
prevent other makers from using same, whether it may prevent its 
use as a local symbol of service is a different question. 

Same—Same—Same—Sratvus Arrer Expiration or LIcenss. 

Where plaintiff, a manufacturer of taxicabs bearing as a trade- 
mark a checkered border, sold to defendant cabs so marked for local 
service, and where defendant by agreement bound itself to use such 
cabs exclusively in such service, but did not agree to remove such 
mark after the agreement expired, held that plaintiff lost any rights it 
may have had to exclude defendant from the use of the checker border 
as an operating local symbol, since it acquiesced in such use, and, 
moreover, defendant’s trade would be demoralized were the right to 
the further use of the mark to be withdrawn. 


In equity. Action for alleged infringement of trade-mark. 
Complaint dismissed. 


White, Cannon & Spieth, of Cleveland, Ohio, for plaintiff. 
J. B. Oviatt, of Cleveland, Ohio, for defendants. 


WestTENHAVER, J.: This is a suit to enjoin infringement of 
a common law trade-mark. The requisite diversity of citizenship 
exists. The trade-mark consists of the familiar checker band or 
border of contrasting colors around the top of the tonneau of taxi- 
cabs. None of plaintiff’s other distinguishing marks are violated. 


No element of unfair trade or competition is asserted except the 
use by defendant of the checker border. 


Plaintiff is a manufacturer of taxicabs. Its business as a 
manufacturer was begun about 1921 by the Commonwealth Taxi- 
cab Company. Shortly thereafter plaintiff acquired all the assets 
of said company, including such right as said company had to use 
said checker border. Changes in plaintiff's corporate organization 
have since taken place, but the continuity of its title is not in dis- 
pute. Plaintiff has advertised the cabs manufactured by it and 
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has sold the same in interstate trade and commerce sufficiently to 
establish a right to said checker border as a manufacturer’s trade- 
mark, except for other circumstances relied on as showing lack of 
priority and common use by others of the same checker border. 
The checker border, it seems, was originated and used by an asso- 
ciation of taxicab drivers in Chicago as early as 1919. This asso- 
ciation did not make or sell taxicabs, but operated taxicabs and 
furnished service. The Commonwealth Taxicab Company, it seems, 
was induced to enter into the manufacture of taxicabs partly in 
order to supply cabs such as this association was using. Plaintiff 
and the Checker Taxi Company, asserting the rights of said asso- 
ciation of taxicab drivers, entered into an agreement undertaking 
to settle a dispute which had arisen between them respecting the 
right to use said checker border. This agreement under date of 
February 26, 1925, was carried into a final decree in a lawsuit 
then pending between them. By the terms of that agreement and 
that decree, the local taxicab company was given the sole and 
exclusive right to use as a service emblem the checker border and 
all combinations thereof in connection with its business of furnish- 
ing taxicab service to the public in the counties of Cook, Lake 
and Du Page, in the State of Illinois, and the counties of Lake, 
Porter, La Porte, Starke and Pulaski, in the State of Indiana. 
The plaintiff herein, it was adjudged, is rightfully using said 
checker border as a technical trade-mark upon taxicabs manufac- 
tured and sold by them and in such a manner as not to interfere 
with the rightful use of said marks by the local Chicago company. 
A suit in the nature of a bill of review has since been brought and 
is now pending to vacate this decree. 

Plaintiff has also made application to register said trade-mark 
as one used in the manufacture and sale of taxicabs. Opposition 
thereto has been encountered. All opposition thereto has been 
withdrawn or adjudged adversely, with the exception of the oppo- 
sition filed by the Checker Taxi Company, which, it is said, is now 
being held pending the disposition of the suit brought to set aside 
the decree. It further appears that the checker border in question 
is and has been widely and extensively used elsewhere in the United 
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States, not as a manufacturer’s trade-mark, but as a symbol of 
service by local taxicab operators. Plaintiff also sells its taxicabs 
to whomsoever may desire to purchase, to be used without said 
checker border or trade-mark. It is testified that as much as 10 
per cent. of its product has been so sold. The evidence is quite 
impressive as to the early origin and widespread extent of use of 
the checker border as a local symbol of taxicab service throughout 
the United States. 

Whether under the evidence and upon the facts thus briefly 
summarized, plaintiff has or can establish a dominating trade-mark 
in the checker border, even as a manufacturer’s evidence of origin, 
presents a question which need not be decided. It may be said in 
passing that no other manufacturer is using the same trade-mark. 
Conceding that plaintiff has a valid manufacturer’s trade-mark in 
said checker border and may protect the same against other like 
manufacturers, whether its right so to do entitles plaintiff to pre- 
vent the use of said checker border as a local symbol of service, 
presents a different question. Defendant earnestly contends that 
it may not do so. It is strongly urged that to permit plaintiff now 
to push its manufacturer’s trade-mark into local territory where 
the same mark is and has been widely used as a local symbol of 
service would be inequitable and in violation of sound principles 
of trade-mark law. In the view taken by me of the rights of the 
parties, I find it unnecessary to pursue this inquiry and to deter- 
mine this question. The case should be disposed of adversely to 
the plaintiff upon another and different ground now to be stated. 

On April 29, 1923, plaintiff introduced into the city of Cleve- 
land one of its standard taxicabs with the checker border. In 
order to operate this taxicab, it took steps to organize an Ohio 
corporation known as the Mogul Checker Cab Company. Before 
this corporation was fully organized, plaintiff entered into nego- 
tiations with Waite and Lester, the active persons who originally 


organized the Green Cab Company. An agreement in writing, 


dated May 18, 1928, was made. The single taxicab previously 
operated by the Mogul Company was transferred to the defendant. 
Defendant bought from plaintiff, 49 additional standard taxicabs, 
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known as the standard checker cab, but without the checker border. 
Defendant adopted a green color scheme to identify its taxicab 
service. It received and operated the 49 new cabs without the 
border and the one taxicab with the checker border, until August, 
1928. Plaintiff succeeded by that time in inducing defendant to 
paint the checker border on these 49 cabs. By said agreement, 
defendant agreed to buy and use exclusively standard checker 
cabs. The agreement makes no reference to the checker border, 
to place that border on its cabs, and it did not agree that it would 
take them off after the expiration of the contract or in the event 
it should cease to use exclusively plaintiff’s taxicabs. This agree- 
ment was renewed in substantially the same form April 22, 1925, 
for an additional term of two years. In the latter part of 1926 
the parties disagreed about the price of certain additional cabs. 
In March, 1927, shortly before the expiration of the two-year 
period, defendant bought elsewhere fifty-two taxicabs and put the 
same into service in its taxicab fleet, painted with its characteristic 
green color, name, and other identifying marks, and including the 
checker border. The parties dispute as to whether the last con- 
tract for exclusive use had been canceled by agreement. No ques- 
tion turns on this dispute. 

On April 29, 1923, when the Mogul Company acquired and 
had first put in use a taxicab as above recited, a man by the name 
of Conley was operating on the streets of Cleveland a single taxi- 
cab with the checker border. This taxicab was a second-hand 
Hudson sedan, and the checker border of contrasting colors was 
made of paper. After defendant, in August following, put the 
checker border on its remaining 49 taxicabs, Conley brought suit 
to restrain the use of said border by defendant, basing his right 
of action upon his priority of appropriation of the mark. This 
suit was defended at the expense of plaintiff. It was terminated 
by agreement September 22, 1924. During all this time Conley 
never operated more than one or two taxicabs with that border. 
By the terms of the settlement, Conley transferred his business, 
including such title if any, as he had acquired in said trade-mark, 





348 EIGHTEEN TRADE-MARK REPORTER 


to the defendant. The cost of acquiring the same was reimbursed 
to defendant by plaintiff. 

The foregoing are the outstanding and, I think, all the mate- 
rial facts. Plaintiff does not contend that defendant was required 
by the terms of either written agreement or otherwise, to discon- 
tinue the use of the checker border on taxicabs previously acquired 
from plaintiff and put into use. It concedes that defendant may 
continue to use its fleet of green cabs with the checker border in 
its taxicab business in and about the city of Cleveland where the 
same had been previously used. Plaintiff's contention is that de- 
fendant may not acquire other and additional taxicabs elsewhere 
and use the same in its taxicab fleet with the checker border. I 
agree that these rights must be conceded to defendant. The written 
agreements did not require defendant to remove the checker border 
from cabs previously acquired, either when these agreements ex- 
pired or when defendant should cease to buy and use exclusively 
plaintiff’s taxicabs. As already noted, the agreements are wholly 
silent on the subject. It is fairly inferable that defendant placed 
such checker border on its fleet of cabs in the first instance with 
a view to helping plaintiff advertise and establish its business of 
manufacturing and selling taxicabs. It would be an advertisement 
to all the world that the taxicabs operated by defendant were, to 
some extent at least, the product of plaintiff. In point of fact, 
plaintiff advertised extensively under its own name that defendant 
was using its taxicabs; but neither the written agreement nor the 
facts of the case justify an inference that defendant was subor- 
dinating any of its rights in its local taxicab service to the rights 
of plaintiff. Hence the concession of defendant’s continued right 
to use the 200 taxicabs with the checker border which it had ac- 
quired from the plaintiff, is compelled by the evidence. 

This concession and finding, however, produce important con- 


sequences. If, as a result of the right so acquired, defendant may 
rightfully use the checker border upon 200 taxicabs, why may it 
not use the same upon other taxicabs? If it may not use the checker 


border upon other taxicabs, it is compelled to produce confusion 
in the public mind with respect to its own business and service. 
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The demoralizing effect upon defendant’s business of being com- 
pelled to use 1, 10 or 50 taxicabs marked one way, and 200 marked 
another way, can be readily foreseen. Even a graver injury to 
defendant’s business can be imagined. It is asserted by plaintiff 
that it may itself engage in the taxicab service in Cleveland in 
competition with the defendant, or may authorize others so to do 
and use the checker border on its competing taxicabs. In point of 
fact, the evidence shows that plaintiff is responsible for organizing 
and starting in business the De Luxe Cab Company, which is 
operating in Cleveland in competition with the defendant, a fleet 
of taxicabs displaying a checker border and otherwise so marked 
as to constitute unfair trade and competition, if plaintiff has not 
such a dominating right that it may exclude defendant wholly 
from the use of a checker border. It seems to me that situation 
is thus produced abhorrent to sound principles of equity. 

It must, I think, be held that plaintiff has lost the right, if 
it otherwise had it, to exclude defendant from the use of the 
checker border as an operating local symbol of service in the 
Cleveland territory. It may be conceded that a manufacturer of 
taxicabs bearing a specific trade-mark, has a right to protect that 
trade-mark against its use in territory where the mark has become 
known, even though the infringer is not a manufacturer but intends 
to use it only on cabs hired to render service. The injury in 
that situation to the potential market of the manufacturer 
might be direct enough to justify an injunction. See Vogue 
Co. v. Thompson-Hudson Co. (6 C. C. A.) 800 Fed. 509 [15 T. M. 
Rep. 1]. But such is not the present situation. The case here 
is the reverse of the situation with which this court had to deal in 
Société Enfants Gombault et Cie. v. The Lawrence-Williams Co., 
in Equity 1616, decided July 7, 1926; affirmed November 17, 1927 
[17 T. M. Rep. 531]. In that case the distributor agreed to market 
the product under the manufacturer’s trade-marks, and further 
agreed that when its right as a distributor was terminated the trade- 
marks should return to and be the property of the manufacturer. 
In the present case there was no such agreement. Here the de- 
fendant did not directly agree to operate its taxicabs with the 
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checker border as a trade-mark. It did not agree that the checker 
border, if placed on defendant’s fleet of taxicabs, should remain the 
property of the manufacturer in that new business. It did not 
agree that when the exclusive agreements to buy and use plaintiff's 
cabs were ended it would remove the checker border from its fleet. 
Plaintiff, in order to obtain a local market, as well as to advertise 
its product elsewhere, induced defendant to place the checker 
border on the taxicabs operated by defendant in its business. Plain- 
tiff did so in such a way and under such circumstances as would 
demoralize defendant’s trade if in the future that right were with- 
drawn. It must be held, I think, that plaintiff acquiesced in the 
adoption and use by defendant as an identifying trade-mark of 
its local service, of the checker border, and, after having done so, 
it is not now in a position in equity to compel a discontinuance of 
that use. 

The relation between the defendant, the Green Cab Company, 
and the individual defendants, has been considered. The facts 
with reference thereto do not convert the Green Cab Company 
from an operator into a manufacturer or seller of cabs. It re- 


mains identified with and participating in the business of operating 
a system of taxicabs performing local service. The rights, as above 
outlined, of the Green Cab Company, remain unaffected by the 
so-called driver license agreement. 


It follows that as a result of these views, the preliminary 
injunction heretofore awarded, should be dissolved and that plain- 
tiff’s bill should be dismissed at its costs. 
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Societe ENrants GoMBAULT ET Cre. v. THe Lawrence-WILLIAMs 
ComMPANY 


United States District Court, Northern District of Ohio 
May 24, 1928 


INJUNCTION—CONTEMPT. 

Query, whether a defendant against whom an injunction has been 
issued, but suspended on appeal, is guilty of contempt in advising 
customers after the injunction has been reinstated that, notwithstand- 
ing the injunction, they are free to sell goods bought from defendant 
while the injunction was suspended. 

In equity. On plaintiff's motion to punish for contempt. 
Denied. For decisions in principal case, see 16 T. M. Rep. 467; 
17 Id. 508. 


Hervey, Barber & McKee (Lanier McKee and Arthur Wm. 
Barber, of counsel), all of New York City, and Garfield, 
MacGregor & Baldwin (Arthur D. Baldwin and Jas. R. 
Garfield, of counsel), all of Cleveland, Ohio, for plaintiff. 

Stearns, Chamberlin § Royon and Robb, Robb & Hill, all of 
Cleveland, Ohio, for defendant. 


Westenuaver, D. J.: This is a proceeding instituted by 
plaintiff against the defendant, charging willful contempt of the 
injunction herein. Upon filing of plaintiff’s motion, supported by 
affidavits, a rule to show cause was issued. Defendant, on May 
8, 1928, filed answer thereto, likewise supported by affidavits and 
exhibits. Counsel have been heard orally and have also filed briefs. 

The injunction herein was awarded September 13, 1926. It 
restrained the defendant from using certain trade-marks and trade- 
names and committing acts of unfair competition. It likewise, 
upon defendant’s counterclaim, restrained plaintiff from using any 
colorable imitation of defendant’s carton and direction leaflet. 
Plaintiff did not appeal from the decree. Defendant, however, 
appealed therefrom, and after allowance of the appeal, upon hear- 
ing, the injunction was, by order entered November 13, 1926, sus- 
pended pending the appeal, upon condition that defendant give a 
bond with good security, conditioned to pay all costs and damages 
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and profits which the plaintiff may be shown to be entitled to 
in the event the decree is affirmed. It was made a further condi- 
tion that the said bond so required and given, should remain in 
force pending any further period of suspension which might be 
allowed by the Circuit Court of Appeals. On appeal, the decree 
awarding said injunction was affirmed, but the Circuit Court of 
Appeals allowed a further stay of the injunction so as to permit 
defendant to apply to the Supreme Court for a writ of certiorari. 
Upon its application, the writ of certiorari was denied. The man- 
date was returned to this court and entered during the last days 
of January, 1928. 

Defendant’s conduct and plaintiff’s grounds of complaint must 
of necessity be based upon what was done subsequent to the entry 
of judgment on the mandate. Prior thereto defendant was at 
liberty to pursue its business as it had previously done, notwith- 
standing the decision of this court and of the Circuit Court of 
Appeals. However, upon the sending down of the mandate, espe- 
cially after entry of judgment thereon, it became and was defend- 
ant’s duty to conform its subsequent conduct in good faith to all 
the terms and provisions of the injunction. It is defendant’s con- 
tention that it acted with due diligence in changing its carton, 
advertising matter, and method of doing business to conform there- 
to, and that it had done so. 

Obviously, nothing more was required of defendant than that 
it should, with all reasonable diligence and in good faith, comply 
with the terms of the injunction order. It was not entitled there- 
after to sell or distribute its product containing the trade-marks 
and trade-names which it was enjoined from using. Nor was it 
entitled to distribute or advertise the same thereafter in a way 
which would convey to the purchasing public the impression that 
its product was the product prepared and compounded and sold 
and distributed by plaintiff or by plaintiff’s selling agents or dis- 
tributors. No evidence is produced, showing that defendant has 
subsequently sold and distributed any of its product so marked, 
except as may be inferred from a letter to its customers dated 
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February 4, 1928, being Exhibit 9. Some comments with respect 
thereto will be later made. * * * 

Defendant’s letter dated February 4, 1928, Plaintiff’s Ex- 
hibit 9, is complained of. It is said that this letter urges persons 
to violate the injunction. It was called forth by a letter dated 
January 31, 1928, written by the Schnabel Medicine Corporation, 
Defendant’s Exhibit C. This last letter is gravely objectionable. 
It was not written merely to convey information, but was and 
is a threat such as are always condemnable and is in itself an act 
of unfair competition. Even if Exhibit 9, standing alone, were 
objectionable, defendant’s act in issuing it would be excusable in 
view of Exhibit C. It states certain views of the law which may or 
may not be sound. I am inclined to think that they are sound. 
Nothing in conflict therewith is to be found in Radio Corporation 
v. Radio Audion Co., 384 Fed. 581, cited and relied on by plain- 
tiff. 


From the foregoing views, it results that the rule heretofore 
issued should be discharged at plaintiff’s costs. * * * 


Norse.—The foregoing decision, discussing mainly questions of fact, 
reference to which has been omitted, touches upon a question of law of 
considerable interest. The situation disclosed in the opinion, it would 
seem, must frequently arise in suits for infringement of trade-mark or 
unfair competition, and yet there appears to be no reported decision 
involving the point. The letter of defendant to the trade, upon which 
this motion was based, read in part as follows: 

“You are not a party to this lawsuit, and are perfectly free to dis- 
pose of any goods now on hand purchased from us while the courts 
allowed us, under stay of injunction, to continue selling to you. The 
statement contained in their (plaintiff's) letter of January 31, that all 
purchasers from us are now prevented from disposing of stock on hand 
bearing the old label, is absolutely without foundation in fact. You have 
full liberty to dispose of any stock on hand.” 

We sent out to Reporrer subscribers an inquiry for precedents, and 
received a considerable number of expressions of personal opinion, and 
it is interesting to note that, in most cases although unsupported by 
authority, these opinions favor the defendant’s position, as does the lan- 
guage of the court in its decision. The following are typical expressions 
from well-known practitioners in this branch of the law: 

“I should think that, if the goods were actually in the hands of 
dealers who had bought and paid for them, and hence owned them, and 
the sales were made to them while the operation of the injunction was 
suspended, they would have the right to sell them, notwithstanding that 
the injunction was later restored. Of course the defendant would be 
liable for the profits on his sales to the dealer.” 

“Our view of the matter is that the injunction would not apply to 
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merchandise that had passed out of the possession of the infringer, during 
the time that the injunction was suspended. The obvious purpose of 
suspending the injunction would be to permit the alleged infringer to 
continue the sale of the goods, and, since the purchasers are neither 
parties to the suit nor in privity with the defendant, the injunction obvi- 
ously would not reach them.” 

“The goods that defendant sold while the injunction was suspended 
were sold under permission of the court, and the purchasers had the right 
to buy them. The purchasers have equally the right to resell, not being 
themselves under any injunction. That being their legal right, it would 
seem that defendant was not violating any law to so state.” 

“As to the question of contempt, of course there is no contempt, 
because the injunction was not violated by defendant; after the sale, 
which the court permitted, defendant has no control over the goods in 
the hands of the purchaser. Then, as to the further sale of the goods by 
these purchasers, I should think they would be free to sell because, if 
infringement is not sustained or rather found, then of course they would 
be free. If infringement or unfair competition is found, then accounting 
follows and plaintiff collects from defendant the profits and this is the 
satisfaction of the claim and plaintiff could not collect from someone else 
the same award which he has already been given.” 

“The parties who purchased from him were in no wise affected by 
the litigation and were each entitled if and when charged with infringe- 
ment to their day in court. Consequently, the affirmance of the decree 
for plaintiff and the ultimate injunction against the defendant could not 
in any way bind those who had no relation to the suit except as pur- 
chasers from the defendant. They, therefore, were free to sell goods with 
the infringing trade-mark until enjoined in a separate suit or suits, selling 
of course at their peril as to a suit for injunction and accounting. That 
being so, there was no contempt of court, or violation of the injunction 
in correctly stating to them their legal rights. And accordingly it made 
no difference whether this statement was made by the defendant who was 
himself at the time under injunction or by some stranger.” 

From Ottawa, Canada, we received the following: 

“We feel reasonably satisfied that our courts here would not permit 
the sale of the infringing goods bought while the injunction was sus- 
pended.” 

The question, of course, is not whether the customers of the defendant 
were bound by the injunction against the defendant, nor to what extent 
they were so bound, if at all, but whether the defendant, in encouraging 
them to sell the goods after the injunction was reinstated, was violating 
the injunction and making himself liable for contempt. The views above 
expressed seem to commend themselves from a business point of view, 
the idea behind them being that a person whe is free to buy should 
necessarily be free to sell. Unfortunately, however, that conclusion does 
not seem necessarily to follow, from the facts involved. 

It is perhaps dangerous to trust analogies from cases of patent 
infringement, but several of our subscribers have sent us interesting 
discussions of the question from that point of view. There is indeed no 
uniformity of opinion among practitioners as to what the rights of the 
customer would be in a similar case of patent infringement, but the fol- 
lowing opinion was supported by citation of authorities: 

“It has been held in patent cases that a preliminary injunction would 
be granted against a third party to stop the sale of articles made by a 
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defendant while the operation of a preliminary injunction was suspended 
under bond. 

“I should think the same law would apply to trade-marks. I do not 
know how far you could press the matter in contempt proceedings, but 
I think a preliminary injunction would be granted against any dealer or 
other person who purchases articles from defendant while the preliminary 
injunction was suspended under bond. 

“In equity this clearly ought to be so, because no court in suspending 
the operation of an injunction under bond could give a third party the 
right to commit a tort.” 

As to the law governing patents, we were referred by two of our 
subscribers to a decision of the United States Supreme Court, regarded 
as analogous to the present case. That decision holds that an infringer 
who pays damages for making and using a machine that infringes upon 
a patent does not thus acquire a right to use the machine thereafter. 
(Birdsell v. Shaliol, 122 U. S. 485.) 

Following this decision, the Circuit Court of Appeals in the Third 
Circuit held that the recovery of damages from one defendant for manu- 
facturing and selling would not prevent the recovery from the manu- 
facturers’ vendees of their profits upon reselling the patented article. In 
that case a preliminary injunction was denied against the manufacturer 
of electric lamps, upon his giving a bond. The defense which he set 
up was, however, overruled in another suit, and it was held that lamps 
made by this manufacturer, who was not under injunction, should not be 
exempted in the hands of a user from the operation of an injunction later 
issued against that user, but that the use of these lamps must be dis- 
continued, as infringements upon the patent. (Philadelphia Trust Com- 
pany v. Edison Electric Light Company, 65 Fed. Rep. 551, 554.) 

This view was followed by the Circuit Court of Appeals, for the 
Eighth Circuit. (Dowagiac Mfg. Co. v. Deere & Webber Co., 284 Fed. 
Rep. 331, 335.) 

It has been held in the Southern District of New York that a super- 
sedeas bond given by the defendant manufacturer in a patent infringe- 
ment suit, on appeal from a decree granting an injunction, is not a bar 
to a suit brought in another jurisdiction, pending the appeal, against 
a customer of the manufacturer. (Mecanno, Ltd. v. John Wanamaker, 
241 Fed. Rep. 133.) 

Another decision of the United States Supreme Court in a patent 
suit, announcing the general principle that rights once established between 
litigants by the final judgment of a court of competent jurisdiction must 
be recognized in every way and wherever the judgment is entitled to 
respect by those who are bound thereby, commended itself to two of our 
subscribers as embodying a principle applicable to the situation of the 
defendant in this case. (Kessler v. Eldred, 206 U. S. 285, 289.) 

With respect to the present case, two of our readers make the follow- 
ing suggestions: 

“But in a trade-mark case resale of goods bearing a counterfeit mark 
is a new injury to the good-will of the owner of a mark, and on that 
ground probably the purchasers could be enjoined from reselling without 
effacing or removing the offending mark. Perhaps on this theory of such 
resale constituting a new offense and giving rise to special damage, the 
trade-mark case might be distinguished to the extent that the defendant 
should be enjoined from encouraging his customers to resell goods bear- 
ing the infringement mark, since this would constitute a further contribu- 
tory infringement on his part.” 
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“The decree holding infringement was in force, and only the injunc- 
tion was suspended. If defendant advises the trade it could infringe, it 
seems to me he is in contempt. Also, by that advice he made himself 
contributory or joint infringer and the act of the trader becomes de- 
fendant’s act.” 

In our view, reason seems to favor the position of the plaintiff. Be- 
fore the suit was brought against the manufacturer, the dealer in the 
infringing goods was himself liable as an infringer for the sale thereof, 
and the suit in the first instance might have been brought against the 
dealer. Why, then, should the dealer be free in law to sell infringing 
goods, bought after an injunction had been granted and while its opera- 
tion was suspended? He bought and handled defendant’s goods at his 
peril before the suit was brought. Why should he be relieved from such 
peril by the mere suspension of an injunction, granted after a hearing 
and adjudication against his principal, the seller? The very fact that 
an injunction was issued, of which the trade had due notice, is notice to 
the dealer that the marking of the goods has been held by a competent 
court to infringe, whereas before the decree the dealer proceeded at 
least without a judicial determination against him. If, therefore, the 
dealer had no right to resell the goods, the defendant who encouraged 
him to do so should be held in contempt of court for so advising, in 
violation of the injunction. 

In the case cited by the court, the plaintiff was enjoined from the 
further distribution of a circular letter, found to contain misleading and 
deceptive statements injurious to the defendant, and was required by 
the court to file a list of those dealers to whom the circular letter had 
already been distributed, in order that the clerk of the court might notify 
these parties of the issuance of the injunction. In filing the list, the 
plaintiff failed to disclose to the court the fact that twenty copies of 
the circular letter had been sent to each jobber and wholesale dealer in 
its product. Upon a motion to punish plaintiff for contempt, it was 
claimed that this circular had been distributed by jobbers and whole- 
salers to retailers after the injunction had been granted, and such dis- 
tribution was made the basis of a motion to punish for contempt. The 
court said that the probability of these copies being distributed by whole- 
salers and jobbers who received them must have been obvious to the 
plaintiff, that in fact the distribution implied a request so to distribute 
them, and such distribution by the wholesalers and jobbers was a dis- 
tribution by the plaintiff. This distribution, following the issuance of 
an injunction order, was held to be a violation of the injunction and to 
constitute a contempt. (Radio Corp. of America v. Radio Audion Co., 
284 Fed. Rep. 581.) 
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Tue Exemn Nationat Watcu Company v. THe Exrein Crock 
CoMPANY 


United States District Court, District of Delaware 


May 24, 1928 


Trape-Marxs anp Trape-Names—“E1o1n”—-Evinence—Hearsay Evmence 

BY Expert Wirness Herp INsvrricienr. 

In a suit brought by the plaintiff, a maker of watches bearing 
the trade-mark “Elgin,” to restrain the use by defendant of the same 
word to distinguish automobile clocks, held that the testimony of an 
advertising expert as to the meaning ascribed by the public to the 
name “Elgin,” as obtained through a questionnaire, was not sufficient 
to make out a case for the plaintiff. 

In equity. Action to restrain alleged unfair use of trade- 


mark. Injunction denied. 


Wm. G. Mohaffy, of Wilmington, Del., and Edw. S. Rogers, 
of Chicago, Ill., for plaintiff. 

Andrew C. Gray, of Wilmington, Del., and Wallace R. Lane, 
of Chicago, Ill., for defendant. 


Hvueu M. Morais, J.: In this suit instituted by The Elgin 
National Watch Company against The Elgin Clock Company to 
obtain a decree enjoining and restraining the defendant, which 
manufactures or assembles clocks for automobiles, from using, in 
connection with timepieces other than those of the plaintiff, any 
corporate name or business style of which the word “Elgin” forms 
a part, the plaintiff, relying upon Equity Rule 48, has presented 
its petition praying for an order granting it leave to file an affidavit 
of Arthur L. Lynn and the exhibits thereto annexed. The affidavit, 
submitted with the petition, purports to be that of an expert wit- 
ness with respect to the meaning of the words “Elgin” as under- 
stood by the public when used in connection with timepieces, their 
manufacture or sale. 


The defendant opposes the granting of the prayer of the peti- 
tion upon the grounds that Rule 48 introduces an exceptional 
method of taking testimony in the limited class of cases therein 
specified, is in derogation of the general rules with respect to evi- 
dence and must be construed strictly. Bell v. Morrison, 1 Pet. 351. 
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It takes the position that the petition for leave to file the sub- 
mitted affidavit was not presented within the time fixed by the rule, 
that the court is without power to enlarge the time, that the word 
“Elgin” is a trade-name not a trade-mark and that the affidavit 
discloses on its face that the opinion of the affiant is based on facts 
derived from sources other than evidence in the case, from in- 
admissible hearsay statements, and is but an attempt indirectly to 
show the unsworn opinions of unidentified persons not called as 
witnesses. The affidavit reads thus: 


“Arthur L. Lynn, being duly sworn upon oath, states as follows: 

“IT am a member of the advertising firm of Lennen & Mitchell, Inc., 
17 East 45th Street, New York City. 

“In order to ascertain whether or not the word ‘Elgin’ as applied to 
timepieces means to retail jewelers the products of any particular con- 
cern, our company, under my supervision, mailed to representative retail 
jewelers throughout the United States a questionnaire which embraced the 
following questions: 

“1. How long have you been in the jewelry business? 

“2. How long have you known of Elgin watches? 

“3. In connection with clocks and watches, does the name ‘Elgin’ 
mean to you and your customers the products of any particular concern 
or not? If so, whose? 

“4. If you saw the name ‘Elgin Clock Company’ on an automobile 
clock or watch, who would you think made it? 

“5. Who would your customers think made such a clock or watch? 

“6. If the name ‘Hunter’ appeared on the dial, the name ‘Elgin 
Clock Company’ on the back and no name on the movement, who would 
you think made it? 

“7, Have you ever had a customer bring in such a watch or clock 
for repair, thinking it was made by the maker of Elgin watches? 

“8. If you should be offered automobile vanity cases or smoking 
cases marked with the word ‘Elgin,’ for example, ‘Elgin Vanity’ or ‘Elgin 
Smoker,’ who would you think made them? 

“Filed herewith and made a part of this affidavit are the question- 
naires which were received from these retail jewelers throughout the 
United States. From a careful examination of these questionnaires I am 
of the opinion that the name ‘Elgin’ used in connection with timepieces 
means the Elgin National Watch Company, and that the name ‘Elgin’ 
used in connection with the manufacture and sale of timepieces would be 
taken by the public to mean the products of the Elgin National Watch 
Company. 

“This affidavit is filed under Equity Rule 48, and is to be used by the 
plaintiff in connection with the above-entitled suit.” 


About 2,000 returned questionnaires were submitted as ex- 
hibits with the affidavit. 


The plaintiff concedes that its petition presents a case of 
first impression. It has found no judicial construction of Equity 
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Rule 48 and nothing other than the words of the rule to reveal 
or define the character of testimony which those who drafted the 
rule contemplated might be properly considered expert testimony 
in trade-mark cases, though it points out that in Gorham Co. v. 
White, 14 Wall. 511, the Supreme Court received the testimony of 
experts on the question of distinctiveness and deceptive resem- 
blance. Plaintiff likewise shows that the difficulty of proving a 
trade-name in court is referred to Cutler on Passing Off, p. 43, 
where the author states that two questions naturally arise and 
that these are (1) the nature of the evidence by which a trader can 
prove that that which he claims as his trade-name does in fact 
denote or distinguish his goods in the market and (2) the quan- 
tity or amount of such evidence that he must adduce to prove his 
proposition. The author asserts that the plaintiff has to prove 
that to a considerable portion of the trade or of the public the 
trade-name means the plaintiff's goods and nothing else and that 
such evidence can and ought to be given by traders and by mem- 
bers of the purchasing public. The author then says, “Of course, 
to call one such witness would be insufficient, as no court would 
place much, if any, reliance upon the evidence of one such witness. 
But, then, how many such witnesses ought the plaintiff to call? 
It may be stated that he ought to be prepared with from twenty to 
thirty of such witnesses. * * * In selecting his twenty or thirty 
witnesses, the plaintiff must not take them all from one locality, 
but from different parts of the country, and in particular he ought 
to have some from the locality where the defendant’s trade is 
carried on.” 

The plaintiff suggests that one of the objects of Rule 48 was 
to eliminate the necessity of calling, in cases of this character, 
numerous witnesses from all the different parts of the United 
States and that apparently only by the procedure adopted by the 
plaintiff can such result be accomplished. While recognizing the 
practical difficulties presented in establishing, by satisfactory proof, 
what a trade-name nationally known denotes to the trade and to 
the public, I am not convinced that Rule 48 does or was intended 
to make the innovation with respect to such proof that is here 
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suggested by the plaintiff. Were plaintiff’s position sound Rule 48 
would have as one of its consequences a nullification of the long- 
established proposition that the rule against hearsay evidence finds 
no exception in the case of expert witnesses. Jones’ Commentaries 
on Evidence, Vol. 3, Sec. 1885, p. 242, says: 


“The general rule against the consideration of hearsay by a judicial 
tribunal finds no exception in the case of expert witnesses. 

“While, as stated in preceding sections, expert opinions may in some 
cases be based upon personal knowledge gained from observation or 
examination, the rule is well established that in the form of information 
gained from the statements of others outside the court room is not such 
personal knowledge, nor may it be the basis of an expert opinion.” 

In Mitchell v. Crescent Pipe Line Co., 28 Atl. 204 (Penna.), 
it was held that a person called as an expert witness must, to be 
competent, have actual personal knowledge of the facts affecting 
the subject matter of the inquiry. An expert may not base his 
judgment upon the opinion of another expert. Nardinger v. Ladies 
of Maccabees of World, 128 Minn. 16, 163 N. W. 785; Williams 
v. State, 64 Md. 384, 1 Atl. 187; Barber’s App., 63 Conn. 393, 
22 L. R. A. 90. The facts upon which the inference or conclusion 
of an expert witness is based must be proved by legal evidence. 
In re James, 124 Cal. 656, 57 Pac. 578, 1008; Sauntman v. Maxz- 
well, 154 Indiana 114, 54 N. W. 897. The affidavit submitted for 
filing is one based, not upon personal knowledge of the affiant nor 
upon facts admitted in evidence, but, on the contrary, is predicated 
solely upon the unverified statements or opinions of persons not 
called as witnesses. 

Without regard to the soundness of the remaining objections 
urged by the defendant, I am constrained to conclude that the 
prayer of plaintiff’s petition must be denied for the reason that 
a proper basis is wanting for the judgment or opinion of the affiant. 
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Eskimo Piz Corporation v. HONEYMOON Pie CorPORATION, ET AL. 
(25 F. [2d] 155) 


United States District Court, Eastern District of New York 


March 21, 1928 


Trape-Marks—Unram Competirion—Trape-Marxs “Eskimo Pre” aAnp 
“Piz” Nor Inrrincep By Worps “Honeymoon Pie.” 
Trade-marks “Eskimo Pie” and “Pie,” for use on ice cream con- 
fection, held not infringed by use of mark “Honeymoon Pie.” 
SaME—SAME—SvBSTITUTION Nor SvuFFicieENT TO Prove Unram Competi- 
TION. 


Evidence that witness, when he asked retail dealer for “Eskimo 
Pie,” an ice cream confection manufactured by plaintiff, was without 
comment given defendants’ “Honeymoon Pie,” a similar confection, 
held not to establish charge of unfair competition. 
In equity. Suit for alleged unfair competition. Decree for 
defendants. 


Everett §& Rook, of New York City (Henry B. Floyd, of Chi- 
cago, Ill., Harry B. Rook, of New York City, and Harry 
C. Alberts, of Chicago, Ill., of counsel), for plaintiff. 

August G. Klages, of Long Island City, N. Y. (Warren B. 
Hutchinson, John C. Kerr and Hoguey & Neary, all of 
New York City), for defendants. 


CampsBELL, D. J.: This is a suit in equity for the alleged 
infringement of patent No. 1,404,539, issued by the United States 
Patent Office to Christian K. Nelson, assignor of one-half to Rus- 
sel Stover, for confection, dated January 24, 1922, and for the 
alleged infringement of plaintiff's trade-marks, “Eskimo Pie,” 
numbered 155,844, and “Pie,” number 162,285, and also for un- 
fair competition. 


Nore.—That portion of the decision relating to the patent is here 
omitted. Eb. 

The plaintiff appears to place great reliance on the commer- 
cial success of the patent in suit. The success of Eskimo Pie has 
been marked, but much of it is due to the name, which is peculiarly 
attractive. Commercial success does not prove invention, but is 
to be considered, where the question of novelty is in doubt (Potts 








362 EIGHTEEN TRADE-MARK REPORTER 


& Co. v. Creager, 155 U. S. 597, 609, 15 S. Ct. 194, 89 L. Ed. 
275), and in this case I am not in doubt; on the contrary, I can- 
not, in the face of Val Miller’s recipe and the Tobien German 
patent, find any invention in the patent in suit. 

Before the bankruptcy, the original defendant described the 
product as “Honeymoon Pie,” and since the bankruptcy it has 
been described as “Honeymoon Bar,” and one of the defendants 
is known as “Honeymoon Pie Company.” 

The word “Pie” is of general use, describing various kinds of 
desserts, and I do not believe that a trade-mark in the word “Pie,” 
standing alone, as applied to candy-coated ice cream, could be 
legally acquired. But it is not necessary to decide that question, 
as it seems clear to me that by the use of the word “Pie,” in con- 
nection with the word “Honeymoon,” no one would be deceived 
into believing that it was the same as “Eskimo Pie.” At most the 
word “Pie” is a mutilated trade-mark, as the plaintiff's product 
is known by the trade-name “Eskimo Pie,’ and defendants’ was 
known as “Honeymoon Pie,” and is now known as “Honeymoon 
Bar,” and neither of those names infringed the plaintiff's trade- 
marks, “Eskimo Pie” or “Pie.” 

In addition to this, although the shapes are substantially the 
same in the plaintiff’s and defendants’ products, the printing on the 
wrapper is radically different, both in substance and color. There 
is no similarity of sound or suggestion in the words “Honeymoon 
Pie” and “Eskimo Pie,” and there is no evidence that anyone was, 
nor do I believe that anyone would be, deceived into buying 
“Honeymoon Pie” for “Eskimo Pie.” 

That the witness Buckley called upon a Mr. Goldberg, of 
706 Third Ave., Brooklyn, N. Y., on May 21, 1926, and asked 
for “Eskimo Pie,” and without comment was given “Honeymoon 
Pie,’ certainly does not establish the charge of unfair competition, 
and this is all the evidence which was produced to prove unfair 
competition. 

The plaintiff has cited, as supporting its contentions as to 
the validity of the patent in suit, Milwaukee Printing Co. v. Stover 
(C. C. A.) 290 F. 887; but it seems to me that there is not much 
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force to that contention, because that was an appeal from an order 
granting a preliminary injunction, and the case turned almost en- 
tirely upon the question of unfair competition. 

The very questions presented in the case at bar, and upon 
substantially the same record, were presented before the United 
States District Court for the District of New Jersey, in Eskimo 
Pie Corporation v. John Levous & Purity Ice Cream Co., 24 F. 
(2d) 599, and Judge Bodine found in favor of the defendants, 
holding the patent invalid. 

This court is not bound by the opinion of Judge Bodine in that 
action, but it is entitled to respectful consideration, and, as I am 
in accord with the reasoning of that opinion, I will follow it. The 
plaintiff's patent in suit is invalid, the trade-marks in suit have 
not been infringed, and the defendants have not been guilty of 
unfair competition. 

A decree may be entered in favor of the defendants, dismissing 
the plaintiff's bill of complaint, with costs. 


Hewes, ET AL. v. Gay, ET AL. 
(11 F. [2d] 165) 


United States District Court, District of Connecticut 


January 29, 1926 


Trape-Marks aNp Trape-NAmes—-Unratr CompPpetiTion—TEst. 

On question of unfair competition, courts consider whether ulti- 
mate consumer or purchaser, rather than dealers, will probably be 
misled. 

Same—Same—Use or Worp “Par” Herp Nor to Inrrince “Spur” For 

Same Propvcr. 

Use of word “Par” as trade-mark for bow neckties held not 
per se to infringe trade-mark “Spur” for same product. 

Same—Same—Uwnrair Competition or Necktie Deater Hetp EstasuisHen. 

Seller of made-up bow neckties, using display card furnished by 
manufacturer, which closely simulated display card of another manu- 
facturer of patented bow ties, held guilty of unfair competition. 

Same—Same—Damaces. 

Where defendants, in necktie manufacturer’s patent infringement 
and unfair competition suit, as dealers, had only purchased 12 dozen 
of infringing articles, held, amount involved was too small to warrant 
reference for assessment of damages. 
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In equity. Suit for patent infringement and unfair competi- 
tion. Judgment for plaintiffs. 


Charles F. Perkins, of Boston, Mass., and W. Clyde Jones, 
of Chicago, Ill., for plaintiffs. 
George E. Mueller, of Chicago, Ill., for defendants. 


Tuomas, D. J.: This bill was brought by James A. Hewes 
and Frank W. Potter, a partnership doing business in the city of 
Boston under the firm name of Hewes & Potter, for alleged in- 
fringement of letters patent No. 1,419,137, granted June 13, 1922, 
to the complainants as assignees of James A. Hewes, as well as 
for unfair competition. The patent relates to men’s neckwear and 
the article of the patent in suit is a bow necktie. The defendants 
are residents of the city of Hartford, and as a co-partnership con- 
duct a large department store, and do business under the firm name 
of Brown, Thomson & Co. In this suit they are nominal defendants. 


Nore.—That portion of the opinion relating to patent infringement is 
here omitted. Eb. 


The real defendants, the manufacturers of the alleged infring- 
ing device, and the ones particularly claimed to be guilty of unfair 
competition, are Louis B. Steiniger, William M. Reese, and Merle 
W. Reese, co-partners in business under the name of Grip Bow 
Tie Company, of Omaha, Neb., from whom the defendants in this 
suit purchased, in very small quantities, the articles which are 
the subject of this suit, in order to sell the same to their retail 
customers. While the Grip Bow Tie Company is not a party to 
this suit, plaintiffs contend that they are the real defendants, and 
have submitted themselves to the jurisdiction of this court by con- 
ducting the defense, and by conceding that counsel who represented 
the nominal defendants is attorney for the real defendants, and 
in this contention the plaintiffs are correct. 

There can be no question but the defendants’ bow necktie is 
so featured by defendants’ display card that it is very likely to 
be taken for the plaintiffs’ article by the ordinary purchaser in 
the retail stores where the ties are sold. The close similarity be- 
tween the defendants’ display card and plaintiffs’ display card is 
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sufficient to evidence the necessary intent to mislead. The plain- 
tiffs have expended large sums of money in advertising, and it 
makes no difference that dealers in the article may not be deceived. 
It is the probable experience of the ultimate consumer or purchaser 
that the courts consider. National Biscuit Co. v. Baker, et al. 
(C. C.) 95 F. 185. Indeed, the resemblance between the two 
cards is striking. Each has the portrait of a young man wearing 
a bow tie. The difference between the words “Spur Tie” and “Par 
Tie” is small, and, when looking at the whole card, it is almost 
negligible. The words, even, are somewhat similar in appearance. 
They are both about the same size, and they are identical in color. 
The plaintiffs’ card reads, in black type: 
NOTE PATENTED FEATURE 
GIVES THAT JAUNTY APPEARANCE 
THAT IMITATIONS LACK 

While defendants’ card, in the same size and color of type, 
red or black, reads: 

NOTE PATENT FEATURE 
GIVES THAT JAUNTY APPEARANCE 
THAT IMITATIONS FOLLOW 

The variation is so slight as to make the two cards nearly 
identical; and the price, 50 cents, is at the same place on each 
card, in the same color of type, and in substantially the same sized 
type. The similarity between the two cards is striking, and, while 
it is true that the defendants’ card varies in some minor particu- 
lars, yet, if it did not, it would simply be a Chinese copy of plain- 
tiffs’ card. The conclusion is imperative that the similarity is so 
striking that the ordinary purchaser would be misled, and that a 
comparison of the two cards shows conclusively that the real de- 
fendants, the manufacturers, intended to simulate or closely copy 
the plaintiffs’ card. 

The words “Spur” and “Par,” here involved, are not, per se, 
confusingly similar in appearance or sound, nor do they convey 
the same idea. I therefore conclude that the use of the word “Par” 
by the defendants, per se, does not infringe complainants’ trade- 
mark “Spur.” 
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I hold, therefore, that * * * defendants have practiced unfair 
competition in the use of their display card. 

Inasmuch, however, as it appears that the defendants in this 
suit have purchased not more than 12 dozen of the ties in issue, 
it is obvious that the amount involved is too small to warrant the 
expense of a reference to a master for the assessment of damages 
for the infringement of plaintiffs’ patent and for unfair competition. 


Buick Motor Company, ET AL. v. Butck Usep Morors, Inc. 
Supreme Court, New York County 
May 19, 1928 


Trape-Marks AND TRrApE-NAmMes—INFRINGEMENT—DEFENDANT HELD TO 
Have Appropriatep Puiaintirrs’ Trape-Name “Buick” For Bust- 
ness CLEARLY Retatep TO PLaintirrs—INJUNCTION GRANTED. 
Defendant, who has appropriated plaintiffs’ trade-name “Buick” 

for a business clearly related to plaintiffs’, should be restrained from 
the use of the name or representing that it is, or is connected with 
plaintiffs’, where the likelihood of deception and confusion is so great 
as to dispense with the necessity of showing actual misrepresenta- 
tions, and particularly in the absence of any proof that consent has 
been granted to the defendant. 


In equity. Action to restrain use of trade-name. Injunction 
granted. 


John Thomas Smith (H. M. Hogan, of counsel), both of New 
York City, for the plaintiffs. 
Emanuel Morganlander, for the defendant. 


FRANKENTHALER, J.: The defendant Buick Used Motors, 
Incorporated, was organized in September, 1926, and commenced 
to sell used cars under that title without the consent or permission 
of the plaintiffs, Buick Motor Company and General Motors Cor- 
poration. There is considerable evidence that in its advertising, 
in addition to taking advantage of the name “Buick,” it imitated 
the Buick trade-marks. The absence of authority from the plain- 
tiffs distinguishes this action from the one brought by these very 
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plaintiffs against Buick Used Car Exchange, Incorporated, decided 
simultaneously herewith (131 Misc. 158). For reasons analogous 
to those there suggested, the plaintiffs here are entitled to injunc- 
tive relief against this defendant, who has appropriated the plain- 
tiff’s trade-name for a business closely related to theirs. The 
likelihood of deception and confusion is so great as to dispense 
with the necessity of proving actual misrepresentations. (Gotham 
Silk Hosiery Co. v. Reingold, 228 App. Div. 260, 265 [18 T. M. 
Rep. 283].) True it is that a preliminary injunction was refused 
by an order which was affirmed by the Appellate Division without 
opinion (220 App. Div. 832). It is important to note, however, 
that in granting relief pendente lite the lower court took occasion 
to say: “In view of the prior relations between these parties, I do 
not think that a preliminary injunction should be granted.” (Italics 
mine.) This appears to have had reference to statements in the 
answering affidavit of defendant’s president, that plaintiffs had 
expressly consented to the use of the name “Buick” and that in 
accordance therewith he had organized the defendant corporation 
to deal in used Buick cars. It now appears, however, that no con- 
sent had been granted to the defendant. Moreover, it also devel- 
oped for the first time at the trial that instead of having know- 
ingly allowed defendant to use its corporate title for two years, 
as had been averred in the affidavit, the plaintiffs had in fact begun 
the present action in January, 1927, only four months after de- 
fendant’s incorporation. Buick Used Car Exchange, Incorporated, 
had, it is true, been doing business under that title for about two 
years, but this could not avail defendant, an entirely independent 
entity. These circumstances materially change the situation pre- 
sented on the preliminary motion and furnish the basis for a dif- 
ferent determination. The plaintiffs will accordingly be awarded 
the relief prayed for, viz., an injunction restraining the defendant 
from using the name “Buick” or representing that it is, or is con- 
nected with the Buick Motor Company. Submit findings on notice. 
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Tue Manuattran Suirt Co. v. NationaL DEPARTMENT SToREs, 
INc. 


Court of Appeals of the District of Columbia 
June 4, 1928 


Trape-Marxs—Opposirion—“Napsco” and “Mawnsco”—Nor Deceprivety 

SIMILAR. 

The word “Nadsco,” displayed in a diamond outline, held not 
confusingly similar to “Mansco,” above the representation of an 
electric fan, both marks being formed from the initial letters of the 
names of the respective parties. 


Appeal from the Commissioner of Patents in an opposition. 
Affirmed. For decision below, see 17 T. M. Rep. 355. 


Louis Alexander, of New York City, for appellant. 
J. K. Brachvogel, of New York City, and H. E. Seidel, of 
Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 


Ross, A. J.: Appeal from a Patent Office decision dismiss- 
ing appellant’s opposition to the registration by appellee of the 
word “Nadsco” arranged within a diamond outline, the letters 
becoming smaller towards the narrower portions of the diamond. 

Prior to the adoption and use by appellee of its mark, appel- 
lant adopted and registered the word “Mansco” arranged above a 
representation of an electric fan. 

The Assistant Commissioner pointed out that it was common 
practice “to build up trade-marks from initial and other letters 
of firm or corporate names,” and that such notations or marks 
“very frequently end with the letters ‘co’ or even ‘sco.’” It is 
apparent that this practice was followed by the parties in this 
case. We agree with the Patent Office that the two marks here 
involved are sufficiently dissimilar as to permit their concurrent 
use without the likelihood of confusion. 

Decision affirmed. 
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Tue SHERWIN-WILLIAMS CoMPANY V. THE Stockton Paint 
CoMPANY 


Court of Appeals of the District of Columbia 


June 4, 1928 


Trape-Marxs—Opposition—“Otp Mission” anv Picture or Same—HeEwp 
Nor to Conrutcr Wrrn Device or Grose, Paint Can anp Worps 
“CoveR THE EartH.” 
A trade-mark, consisting of a series of bands with the words 
“Old Mission” displayed on the upper band and a representation of 
an old mission, held not to be confusingly similar to a mark con- 
sisting of the device of the globe, with a can of paint being poured 
thereupon and the words “Cover the Earth,” both used on paints. 


Appeal from the Commissioner of Patents in a trade-mark 
opposition. Affirmed. For decision below, see 17 T. M. Rep. 347. 


T. H. Fay, of Cleveland, Ohio, for appellant. 
C. E. Riordan and C. L. Riordan, both of Washington, D. C., 
for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEt, 
Associate Justices. 


Ross, A. J.: This is an appeal from a Patent Office decision 
dismissing appellant’s opposition to the registration by appellee, 
as a trade-mark for paints, of colored, horizontal bands, with the 
words “Old Mission” prominently shown in the upper band, and 
an equally prominent pictorial representation of an old mission 
in approximately the center of the mark. 

Appellant’s mark comprises a plurality of vari-colored hori- 
zontal bands, and a pictorial representation of a globe, and a paint 
container from which paint is being poured upon the globe, the 
paint container bearing the initials “SWP” (Sherwin-Williams 
Paint), and on the globe are the words “Cover the Earth.” 

We agree with the Patent Office that the dominant charac- 
teristics of appellant’s mark are the representation of the globe 
and its accessories, while the dominant characteristics of appellee’s 
mark are the words “Old Mission” and the pictorial representation 
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of an old mission and, hence, that there is no likelihood of confu- 
sion in the concurrent use of the two marks. 
The decision is affirmed. 


Ex Parte Derenver Mre. Co., INc. 
Court of Appeals of the District of Columbia 


January 4, 1928 


Trape-Marks—OpposiTion—“IRoNCLAD” FoR SHEETS, Prttow Cases, ToweE1s 
AND HANDKERCHIEFS AND FoR Corron Piece Goops—Goons or 
Same Descriptive PRopERTIES. 
The registration of the word “Ironclad” as a trade-mark for 
sheets, pillow cases, towels and handkerchiefs held properly refused 
on the ground of the registration of the same word for cotton cloth 


piece goods, as the respective goods have the same descriptive proper- 
ties. 


Appeal from the Commissioner of Patents, refusing to regis- 
ter a trade-mark. Affirmed. 


C. M. Chapman, of New York City, for appellant. 
T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Before Martin, Chief Justice, and Ross and Van OrspeEL, 
Associate Justices. 


Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents affirming a decision of the Examiner, 
refusing to register appellant’s trade-mark consisting of the word 
“Tronclad,” for use on sheets, pillow cases, towels, and handker- 
chiefs, made in part at least of cotton textile fabric. The refusal 
was based upon a prior registration by the Franklin Manufactur- 
ing Company of the same notation, to wit, “Ironclad,” for use 
on cotton cloth piece goods. It is held by the Commissioner that the 
marks in question are practically identical; that the goods of the 
respective parties possessed the same descriptive properties; and 
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that the proposed registration would be likely to lead to confusion 
in the trade. 

It is noted by the Commissioner that the lettering of the com- 
peting marks is slightly different, but that the difference is not 
sufficiently distinctive to impress the memory of the average pur- 
chaser of such goods. It is stated by the Commissioner that many 
housewives purchase in the piece material for sheets, pillow cases 
and towels, and make up these articles in their homes; and that 
the use of the same mark upon the piece goods and the finished 
article would quite certainly lead such buyers to conclude that both 
kinds of goods had the same origin. It is also argued by counsel 
for the Commissioner that the owner of a prior trade-mark should 
not be hampered or embarrassed in the legitimate extension of his 
business by the registration of the same mark to another, and that 
if there is any reasonable doubt upon the subject the doubt should 
be resolved against the newcomer. Citing E-Z Waist Co. v. Reli- 
ance Manufacturing Co., 52 App. D. C. 291 [13 T. M. Rep. 96]. 

We think that the Commissioner’s ruling is correct. The 
marks are substantially identical; the goods possess the same de- 
scriptive properties; and the registration of applicant’s mark 
would likely lead to confusion to the prejudice of the prior regis- 
trant and the public. Kushner § Gillman, Inc. v. Mayflower 
Worsted Co., 56 App. D. C. 165 [16 T. M. Rep. 228]; H. Wolf 
& Sons v. Lord §& Taylor, 41 App. D. C. 514 [4 T. M. Rep. 219]. 

The decision of the Commissioner of Patents is affirmed. 


Mouawk Execrric Corporation v. Eart H. Roiirmnson 


Court of Appeals of the District of Columbia 
April 2, 1928 


Trape-Marks—INTERFERENCE—“MoHawk”—Rapio Recetvine Sets or Drir- 
FERENT Descriptive Properties From Execrric Rectiriers, TRans- 
FORMERS AND Loup SPEAKERS. 

In an interference proceeding, where the registrant had used the 
word “Mohawk” as a trade-mark on various electrical goods, such as 
rectifiers, transformers and rheostats, held that applicant should be 
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permitted to register the word for radio receiving sets, as the goods 

are of different descriptive properties. 

Appeal from the Commissioner of Patents in an interference 
proceeding. Affirmed. For decision below, see 17 T. M. Rep. 108. 


Petition to amend opinion denied April 4, 1928. 


Hugo Mock and Asher Blum, both of New York City, for 
appellant. 
C. R. Allen, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEt, 
Associate Justices. 


Ross, A. J.: Appeal from a decision of the Commissioner 
of Patents in a trade-mark interference proceeding, in which the 
Mohawk Electric Corporation seeks registration as a trade-mark 
of the word “Mohawk,” in association with a picture of the face 
of an Indian, for radio receiving sets and parts thereof; and the 
party Rollinson seeks registration of the word ‘““Mohawk’’ for elec- 
trical apparatus of various kinds, comprising rectifiers, transfor- 
mers, fire-alarm systems, timing cut-outs, rheostats, telephone re- 
ceivers, radio receiving sets, and parts thereof. 

The earliest date claimed by the Mohawk corporation is Au- 
gust 1, 1924. Since that time it has used the mark on radio re- 
ceiving sets, but the evidence fails to disclose that it sold “parts 
thereof’ under that name. 

It clearly appears that long prior to the earliest date estab- 
lished by the Mohawk corporation, Rollinson adopted and used the 
mark upon various electrical goods, such as rectifiers, transformers, 
and loud speakers, although he did not sell assembled radio sets. 

The Examiner of Interferences held that while Rollinson had 
established use of the mark on articles of general utility in con- 


. . . * . . . . 
nection with electrical apparatus, “‘any use in connection with radio 


sets is only one of many uses to which such articles or devices may 
be put,” and that therefore such articles are not goods of the same 
descriptive properties as radio receiving sets. He concluded that 
the Mohawk corporation was entitled to register the mark for 
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radio receiving sets, and that Rollinson was entitled to register for 
the goods set up in his application, with the exception of radio 


receiving sets and parts. Rollinson appealed. 

The Commissioner agreed with the Examiner that Rollinson 
had failed to disclose use of the mark upon radio sets, but “that 
from a date long prior to the earliest date established by the Mo- 
hawk Electric Corporation, Rollinson had adopted and used the 


mark upon various other electrical goods such as rectifiers, transfor- 
mers and loud speakers.’ A careful examination of the record con- 
vinces us of the correctness of this finding. 

The Commissioner then said: 


“The Examiner held the goods upon which the appellant had actually 
used his mark to be electrical apparatus of general utility not particularly 
intended for use in radio sets and, therefore, that the goods belong to 
a different class possessing different descriptive properties. It is believed, 
however, that several of the devices manufactured and sold by Rollinson 
under his trade-mark were more or less especially designed for use in 
radio receiving sets and that even if they were useful in other relations, 
they were primarily intended to be used with such sets. They would be 
sold by the same stores as parts to be assembled in complete sets, or to 
be used in connection with such sets, and parties purchasing such parts 
and seeing upon them the trade-mark ‘Mohawk’ would be led to believe 
the goods had the same origin as the radio receiving sets which carried 
this mark. Many people assemble their own sets after purchasing the 
parts, while still others purchase the assembled essentials and wire up 
the batteries, chargers, B-eliminators, loud speakers, etc., in their homes. 
It seems inevitable with the same trade-mark appearing upon these dif- 
ferent parts and upon the completed sets, confusion of goods or of 
origin would result.” 


From the decision that the Mohawk corporation is not en- 
titled to registration, and that Rollinson “is entitled to registration 
for the goods set up in his application, with the exception of radio 
receiving sets,” the Mohawk corporation appealed. 

Rollinson was the first in the field, and any doubt should be 


resolved in his favor. For the reasons stated by the Commissioner, 
we affirm his decision. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Fennina, A. C.: Held that an opposition to the registration 
by the Larkin Automotive Parts Company of a trade-mark for 
detachable force-feed lubricating apparatus, consisting of the word 
“Thuro” in a slightly fanciful form upon a simple panel, in asso- 
ciation with two hands holding a grease gun, the latter being dis- 
claimed, brought by The Bassick Manufacturing Company, which 
alleged in its notice of opposition that it manufactured and sold 
a lubricative device similar in appearance to that shown in the 
trade-mark sought to be registered, should not have been dismissed 
on motion. 

The ground of this decision is that the device itself is so 
intimately interwoven with the word “Thuro” that it could not be 
removed without mutilating the mark, and that this word is prob- 
ably a mere misspelling of “Thorough” and therefore descriptive. 

In his decision the Assistant Commissioner said: 


Ker ange has disclaimed the device itself, and the picture is so 


intimately interwoven with “Thuro” that to remove it would mutilate 
the mark. Beckwith v. Commissioner of Patents, 274 O. G. 613, 252 U. S. 
538 [10 T. M. Rep. 255]. The present mark is to be distinguished from 
that considered in No-Leak-O-Piston Ring Co. v. Schramm & Bursch Mfg. 
Co., 141 Ms. Dec. 419 [12 T. M. Rep. 479], where the illustration of the 
goods was readily separable from the rest of the mark. 

“Opposer urges that “‘Thuro’ is a mere misspelling of ‘Thoro” which 
is a shorter form of “Thorough.” This seems probable in view of the 
labels on deposit, from which it appears that ‘“Thoro” Lubricates Thor- 
oughly.’ Applicant makes no effort to indicate that ‘Thuro’ has any other 
meaning. 

“Opposer does not allege trade-mark use of the word, but ‘injury 
will be presumed to follow the improper registration of any descriptive 
word.’ ”? 


*The Bassick Manufacturing Company v. The Larkin Automotive 
Parts Company, 146 Ms. Dec. 87, April 2, 1924. 








